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CARROLL v. DuLutTH SupEeRIOR Miuurnec Co. 


(232 Fed. Rep., 675) 
United States Circuit Court of Appeals 
Eighth Circuit, March 25, 1916. 


1. TRADE-NAME—ASSIGNMENT. 

A trade-mark or name cannot be assigned except in connection with the 
assignment of the particular business in which it has been used, with its good- 
will, and for continued use upon the same articles or class of articles. An 
attempted assignment of a naked trade-mark, disconnected with any business 
or good-will, is void. 

2. TRADE-NAME—ASSIGNMENT— VALIDITY. 

An oral agreement, made upon the execution of a mortgage, that the 
trade-mark and good-will of the business should pass to the mortgagee, carries 
no title, when the mortgage was never foreclosed and the business was dis- 
continued. 

3. UnrarrR CoMPETITION. 

There can be no unfair competition where there is no competition in 
fact; and where the territory occupied by one party does not encroach upon 
that occupied by another, no cause of action exists. 


Appeal from a decree of the United States District Court 
for the District of Minnesota in favor of defendant. Affirmed. 


John M. Coit, of Washington, D. C., for appellants. 

Hjalmar H. Boyesen, of New York City (Sullivan & Cromwell, 
of New York City, Crassweller, Crassweller & Blue, of 
Duluth, Minn., and Ralph L. Collett and R. Bernard 
Crispell, both of New York City, on the brief), for 
appellee. 


Before SANBORN and CARLAND, Circuit Judges, and TRIEBER, 
District Judge. 


CaRLAND, Circuit Judge: Appellants brought this action to 
restrain appellee from unlawful competition in business and for 
damages. The alleged unlawful competition is the use by appellee 
in the manufacture and sale of flour of a trade-mark known as 
“Freeman’s Superlative,” of which appellants claim to be the 
owners. Appellee admits the use of the trade-mark, but alleges 
that it is the owner thereof. The question to be decided, there- 
fore, is one of title. The trial court dismissed appellants’ bill. 
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The facts which must determine the question involved are sub- 
stantially as follows: 

In 1876 a copartnership composed of A. A. Freeman and his 
brother, Marcus L. Freeman, acquired a flouring mill in La Crosse, 
Wis., and entered upon a general flour milling business. A. A. 
Freeman was the active partner in charge and the originator of 
“A. A. Freeman & Co., Superlative” trade-mark. Marcus L. 
Freeman was inactive, and engaged in the furniture business on 
his own account in New York City. A. A. Freeman was also a 
member of the firm of Charles Haight & Co., flouring merchants 
of the same place, the members of the firm being Charles Haight, 
A. A. Freeman, A. Irving Freeman, and Henry Koper. This 
firm was a large purchaser of flour from A. A. Freeman & Co. 
for about 10 years subsequent to 1876. The firm of Charles 
Haight & Co. during this time had advanced to the firm of A. A. 
Freeman & Co. the sum of $196,840. On November 5, 1878, 
the firm of A. A. Freeman & Co. registered the “A. A. Freeman 
& Co., Superlative”’ trade-mark as a label in the Patent Office. 
There is no question but that up to October 7, 1885, the trade- 
mark was the property of A. A. Freeman & Co. On that date, 
however, A. A. Freeman, his wife, and Marcus L. Freeman, 
executed and delivered to Charles Haight, Henry Koper, and A. 
Irving Freeman a mortgage embracing the land upon which the 
mill at La Crosse stood, “together with the flouring mills, elevators, 
buildings, engine and boiler houses, with all the machinery, fixtures, 
and appurtenances, and everything in said premises situate, 
belonging, and appertaining to said mills.” This mortgage was 
given to secure the payment of said sum of $196,840 on or before 
September 1, 1890. The amount secured by the mortgage was 
not paid. In June 1891, the firms of A. A. Freeman & Co. and 
Charles Haight & Co. failed. It does not appear from the record 
just what legal form these failures assumed. It does appear, 
however, that the mortgage was assigned by Charles Haight & 
Co. to the Phoenix National Bank of New York City, to secure 
the bank for the indebtedness owing to it by said firm. The 
mortgage was not recorded until after it was past due, namely, 
June 4, 1891, and the assignment to the bank was not recorded 
until February 15, 1892. 
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Shortly before the failure of A. A. Freeman & Co. and Charles 
Haight & Co. the mill of A. A. Freeman & Co., at La Crosse, was 
wholly destroyed by fire. The bank foreclosed the mortgage, and 
title to the land on which the mill stood was conveyed to the city of 
La Crosse. It is not claimed by appellants that any right or title 
to the trade-mark in question passed from A. A. Freeman & Co. 
to Charles Haight & Co., by virtue of the terms of the mortgage. 
It is claimed, however, that at the time the mortgage was executed 
there was a contemporaneous oral understanding and agreement 
between A. A. Freeman and Charles Haight & Co. that the trade- 
mark should pass to Charles Haight & Co., together with the good- 
will of A. A. Freeman & Co. Marcus L. Freeman testifies to this 
fact, and he is corroborated by the testimony of Henry Koper, de- 
ceased, given in the proceeding in the United States Patent Office 
to cancel trade-mark No. 66,288, filed by the Duluth Superior Mill- 
ing Company. Henry Koper died in 1910, A. Irving Freeman in 
1886, Charles Haight in 1891, and A. A. Freeman in March, 1909. 

After the execution and delivery of the mortgage Charles 
Haight & Co. kept a representative at La Crosse to look after their 
interests. Henry Koper ordered the flour that was shipped to 
Haight & Co., and the flour was sold by Haight & Co. under 
the ““Freeman Superlative” brand. In June, 1891, when the 
firms of Charles Haight & Co. and A. A. Freeman & Co. failed, 
Henry Koper, assuming to be the surviving member of the firm 
of Charles Haight & Co., connected himself with the firm of 
Grinnell, Minturn & Co., merchants and exporters in New York 
City, and became manager of their flour department, and sold 
flour under the brand in question. M. L. Freeman continued his 
furniture business in New York City, while A. A. Freeman en- 
deavored to enlist capital for the building of another mill. The 
testimony on the part of appellants shows that when Koper went 
with Grinnell, Minturn & Co., he arranged with the Consolidated 
Milling Company, of Minneapolis, Minn., to manufacture for him 
a high grade of flour, and thereafter he made his purchases of this 
flour from the Consolidated Milling Company, to whom he sent 
his stencil or brand ‘‘ Freeman’s Superlative,” and on Mr. Koper’s 
instructions the Consolidated Milling Company branded the flour 
“‘Freeman’s Superlative’ and shipped the same to Mr. Koper or 
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his customers, as he instructed them to do. This arrangement 
lasted for a few months, when Mr. Koper arranged with Mr. 
A. Ruyter and Mr. H. Wehmann, both of whom composed the 
firm of H. Wehmann & Co., to act as his broker in Minneapolis for 
the purchase of flour. Thereafter H. Wehmann & Co. bought 
large quantities of flour from the Minneapolis Flouring Mills Com- 
pany for account of Mr. Koper, and he sent to that mill his stencil 
““Freeman’s Superlative.”’ On his instructions they branded the 
flour and shipped it to Henry Koper or his customers as Henry 
Koper directed them to do. About 1892 there was a new mill 
erected at West Superior, Wis., and Mr. A. A. Freeman, of the 
former firm of A. A. Freeman & Co., of La Crosse, Wis., having 
secured the position of manager of that mill, the mill was called 
the Freeman Milling Company. 

About this time Koper induced the firm of Grinnell, Minturn 
& Co. to become heavy stockholders in the Freeman Milling Com- 
pany, and for that reason he transferred his brands and trade- 
mark from the mills in Minneapolis to the Freeman Milling Com- 
pany at West Superior. Among these brands which he transferred 
to them was this brand “ Freeman’s Superlative,” and thereafter 
the Freeman Milling Company branded the flour “‘Freeman’s 
Superlative,” and shipped it to Mr. Koper and his customers as 
they were directed by Mr. Koper. Koper continued to favor 
this mill with his trade from the fall of 1892, or early in 1893, until 
1899, when the Freeman Milling Company became a part of what 
was at that time known as the United States Flour Milling Com- 
pany. Koper continued to trade with the United States Flour 
Milling Company, as he had with the Freeman Milling Company. 
About a year later the United States Flour Milling Company went 
into the hands of a receiver, and was later reorganized as the 
Standard Milling Company, and the different mills at West 
Superior and Duluth were grouped together as a subsidiary com- 
pany, and known as the Duluth Superior Milling Company, the 
appellee in this case. 

Koper continued to make his purchases from the Duluth 
Superior Milling Company, and it branded the flour on his instruc- 
tions with his brand “‘Freeman’s Superlative,” and shipped the 
same as directed by Mr. Koper. On December 31, 1902, the 
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firm of Grinnell, Minturn & Co. retired from business, and on the 
Ist of January, 1903, the firm of Henry Koper & Co. was formed, 
consisting of Henry Koper, Peter F. Carroll, and Edwin R. 
Freeman. This firm continued the flour business of Grinnell, 
Minturn & Co. and purchased their flour of the Duluth Superior 
Milling Company, who, on instructions from Henry Koper & Co. 
branded their different purchases with their “Freeman’s Super- 
lative” brand, and shipped the same to Henry Koper & Co. or 
their customers as directed by Koper & Co. and were so doing at 
the time the testimony in this case was taken. After the death 
of Koper in 1910, appellants continued the business as Henry 
Koper & Co. 

The parties to this action agree as to the ownership of the 
brand ‘‘Freeman’s Superlative’’ up to the time the mortgage 
was given by A. A. Freeman & Co. to Charles Haight & Co. 
Appellee traces its title to the trade-mark in question by evidence 
which shows that after the burning of the mill of A. A. Freeman 
& Co. at La Crosse, Wis., in 1890, A. A. Freeman sought capital 
with which to build another mill. The residents of the city of 
West Superior, Wis., were anxious to establish industries at that 
point, and one Edgar A. LeClair, with certain associates, joined 
with A. A. Freeman in forming a corporation for the purpose of 
erecting and operating a flour mill in said city of West Superior. 
In June, 1891, the Freeman Milling Company was incorporated 
under the laws of the state of Wisconsin, and in June, 1892, the 
mill commenced producing flour. A. A. Freeman, who had co- 
operated in the organization of the corporation which bore his 
name, became general manager of the mill. 

Grinnell, Minturn & Co., who had been induced by Koper to 
subscribe to $25,000 par value of the capital stock of the corpora- 
tion immediately became large buyers of flour from the Freeman 
Milling Company, branded “A. A. Freeman Company, Super- 
lative,” being later changed to “Freeman Milling Company, 
Superlative,”’ and continued to buy such flour from the Freeman 
Milling Company and its successors until the firm went out of 
business on December 31, 1902. About the time of the organiza- 
tion of the Freeman Milling Company, the trade-marks which had 
been in use in the mill of A. A. Freeman & Co. at La Crosse, Wis., 
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together with the good-will of the business in connection with 
which they had been used, were assigned by A. A. Freeman, 
through one C. E. Billquist, who seems to have been a member 
of Grinnell, Minturn & Co., to the Freeman Milling Company; 
the roundabout transfer having been made on advice of counsel in 
order to avoid the possibility of litigation with Freeman’s creditors. 
Billquist was also a director in the Freeman Milling Company. 
Fifteen thousand dollars par value of the stock of the Freeman 
Milling Company was assigned and delivered to A. A. Freeman’s 
nominee, in consideration of the assignment of the trade-marks and 
good-will. 

Without stating in detail the particular transactions, it may 
be said that whatever title the Freeman Milling Company obtained 
to the trade-mark in question was transferred and became vested 
in the appellee, the Duluth Superior Milling Company. It appears 
without dispute from the evidence that the territory in which 
Henry Koper & Co. sells ““Freeman’s Superlative” flour, is the 
metropolitan district of New York, New Jersey, Philadelphia, 
Baltimore, Washington, and up the Hudson to Albany, and there 
is no evidence that appellee ever sold any flour under the brand 
“Freeman’s Superlative” in that territory. The claim of the 
appellee is that it owns the brand “Freeman’s Superlative,” 
and that Henry Koper & Co. and the firms to which it has shipped 
flour were its agents in selling flour on commission. 

On October 29, 1906, the Duluth Superior Milling Company, 
appellee, filed for registration the trade-mark in question in the 
United States Patent Office, and the same was duly registered 
November 19, 1907. On August 20, 1909, Henry Koper filed 
with the Commissioner of Patents an application to cancel the 
same. Issue was joined upon the petition for cancellation, and 
subsequently the examiner of interferences on August 20, 1910, 
rendered a decision sustaining the same. The Duluth Superior 
Milling Company appealed from this decision to the Commissioner 
of Patents, who on December 6, 1910, affirmed the decision of 
the examiner. The Duluth Superior Milling Company then ap- 
pealed to the Court of Appeals of the District of Columbia. The 
Court of Appeals affirmed the decision of the examiner and com- 
missioner upon the following ground: 
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““No good purpose would be subserved by a review of the evidence, and 
we therefore content ourselves with the finding that appellant was not under 
the evidence in this case the sole and exclusive user during the ten years necessary 
to entitle it to such registration, of the mark whose registration it procured.” [Du- 
luth Superior Milling Co. v. Koper, Reporter, vol. 1, p. 195 (197).] 


The application to register the trade-mark was made under 
the fourth proviso of section 5 of the Trade-Mark Act of February 
20, 1905 (33 Stat. 725, c. 592 [Comp. St. 1913, §9490]); said 
application showing the exclusive use of the trade-mark by the 
Duluth Superior Milling Company for the 10 years next preceding 
the date of said act. We do not think the decision of the Court 
of Appeals on the application to cancel the trade-mark is decisive 
of the question involved in the present proceeding. It appeared 
in the proceedings on that application that, during the 10 years 
prior to the date of the Trade-Mark Act of 1905, Henry Koper 
and other firms had used the same trade-mark; therefore the 
Duluth Superior Milling Company was not entitled to have it 
registered as its trade-mark under that act. The question of 
title does not seem to have been adjudicated. 

We are now from the foregoing facts to determine whether or 
not the appellants are the owners of the trade-mark in question. 
The burden of proof is upon them. Assuming that there was an 
oral agreement at the time the mortgage was given in 1885 by 
A. A. Freeman & Co. to Charles Haight & Co. that the good-will 
and trade-marks which were used in connection with the business 
of A. A. Freeman & Co. in the manufacture and sale of flour at 
La Crosse, Wis., should pass to Charles Haight & Co., concerning 
which we have very grave doubts, what became of the trade-mark 
thereafter? Charles Haight & Co. did not purchase outright 
the business of A. A. Freeman & Co., and it is well known that a 
trade-mark or name cannot be assigned, except in connection with 
the assignment of the particular business in which it has been 
used, with its good-will, and for continued use upon the same 
articles or class of articles. An attempted assignment of a naked 
trade-mark, disconnected from any business or good-will, is void. 
Crossman v. Griggs, 186 Mass. 275, 71 N. E. 560; Falk v. American 
West Indies Co., 180 N. Y. 445, 73 N. E. 239, 1 L. R. A. (N. S.) 
704, 105 Am. St. Rep. 778, 2 Ann. Cas. 216; Lea v. New Home 
Sewing Machine Co. (C. C.) 189 Fed. 732; Bulte v. Igleheart, 137 
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Fed. 492, 70 C. C. A. 76. In Paul on Trade-Marks, par. 97, 
p. 162, it is said: 

“Trade-marks may also be acquired by purchase or inheritance; but as a 
trade-mark cannot exist by itself, it follows that it can be acquired, other than 
by original appropriation, only as appurtenant to an established business, or 
the good-will thereof, and it can be held by the transferee, the same as by an 


original proprietor, only so long as its use is continued, upon or in connection with 
an article of the character or species to which it was originally attached.” 


Again, at paragraph 117, p. 228, it is further said: 


““As a mere abstract right, having no reference to any particular person or 
property, a trade-mark cannot pass by assignment or descend to a man’s legal 
representatives. The reason for this is that, as an abstract right, apart from the 
business in which it is used, a trade-mark has no existence.” 


We must assume that, if the good-will and trade-mark was 
transferred by oral agreement as alleged, it was transferred to 
Charles Haight & Co. in order that the mill might be operated in 
their interests for the purpose of recovering the amount of their 
debt against A. A. Freeman & Co.; in other words, that it was in 
aid of the mortgage. This state of the case would not give Charles 
Haight & Co. any authority, when the business itself of A. A. 
Freeman & Co. was destroyed in 1890, to appropriate the trade- 
mark of A. A. Freeman & Co.; but, assuming for the sake of 
argument there was such authority, we cannot see how, when 
Charles Haight & Co. failed, and left as surviving partners A. A. 
Freeman and Henry Koper, Koper, as against the claims of 
Freeman, could appropriate the trade-mark as his own. Charles 
Haight & Co. or Koper never foreclosed the mortgage. Koper 
was not a member of A. A. Freeman & Co., and all that may be 
said in favor of Koper being the owner of the trade-mark is that 
he used it in the sale of flour. 

When A. A. Freeman & Co. were manufacturing flour he used 
it. When Charles Haight & Co. were operating the mill at La 
Crosse he used it. When he was in the employ of Grinnell, 
Minturn & Co., and when he was one of the members of the firm 
of Henry Koper & Co., he used it. But we cannot find from 
the evidence that Koper ever obtained a valid title to the trade- 
mark from A. A. Freeman & Co. or Charles Haight & Co. in view 
of the fact that he was not a member of the firm of A. A. Freeman 
& Co., and A. A. Freeman was a member of the firm of Charles 
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Haight & Co. We are of the opinion that appellants have not 
met the burden of proof which rests upon them as to their title 
to the trade-mark in question, and we have so much doubt about 
that title that we are of the opinion that no injunction should 
issue restraining appellee from its use. We are further convinced 
that we ought not to issue an injunction, for the reason that there 
is no evidence in the record whatever that the Duluth Superior 
Milling Company, appellee, ever competed in any way in the 
sale of flour bearing the trade-mark in question, in the territory in 
which appellants sell. 

This is a case of unfair competition, and not for the infringe- 
ment of a technical trade-mark, and, if there is no competition, 
there can be no unfair competition. Borden Ice Cream Co. v. 
Borden Condensed Milk Co., 201 Fed. 510, 121 C. C. A. 200 [Re- 
porter, vol. 3, p. 80]; Corning Glass Works v. Corning Cut Glass Co., 
197 N. Y. 173, 90 N. E. 449; Apollo Bros. v. Perkins, 207 Fed. 
530, 125 C. C. A. 192 [Reporter, vol. 3, p. 439]; Investor Publish- 
ing Co. v. Dobinson (C. C.) 82 Fed. 56; Forney v. Engineering News 
Publishing Co., 57 Hun. 588, 10 N. Y. Supp. 814; Hanover Star 
Milling Co. v. Allen, 208 Fed. 513, 125 C. C. A. 515 (Reporter, 
vol. 3, p. 521], affirmed by Supreme Court March 6, 1916[Reporter, 
vol. 6, p. 149]; Simplex Automobile Co. v. Kahnweiler, 162 App. 
Div. 480, 147 N. Y. Supp. 617 [Reporter, vol. 4, p. 353]; Astor 
v. West 82d Street Realty Company, 167 App. Div. 273, 152 N. Y. 
Supp. 631 [Reporter, vol. 5, p. 182]; Sartor v. Schaden, 125 Iowa, 
697, 101 N. W. 511. 

The judgment of the trial court is affirmed. 
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MARSHALL FieL_p & Co. v. GEORGE S. KELLEY Co. 
(233 Fed. Rep., 265) 
United States Circuit Court of Appeals 


First Circuit, April 28, 1916 
Unratr CoMPETITION—INJUNCTION. 
To justify an injunction which would operate as restraint in the mer- 
cantile field, the case must be unmistakably clear and beyond question. 
Appeal from a decree of the United States district court for 
the district of Rhode Island, in favor of defendant. Affirmed. 


George L. Wilkinson, of Chicago, Ill. (James H. Thurston, of 
Providence, R. I., on the brief), for appellant. 

Alex P. Browne, of Boston, Mass. (William S. Flynn and F. 
Webster Cook, both of Providence, R. I., on the brief), 
for appellee. 


Before Putnam, Circuit Judge, and ALpricH and Morton, 
District Judges. 


Aupricu, District Judge: The device with which this case 
is concerned is one which provides means for holding securely, in an 
attractive way, a ribbon bow when worn upon the hair of young 
girls or women. We view it as one having some measure of 
novelty in its application to a sort of passing fad, because it points 
out not only the mechanical means for holding a ribbon in place, 
but illustrates, in a way, the style or fashion of the day, including 
the kind of a bow which it will hold, and how it may be attract- 
ively placed upon the hair. 

After considerable delay in the Patent Office proceedings, in 
which the inventor’s claims were readjusted, simplified, and 
limited, the patent was issued upon a claim which expressly 
described a particular mechanical device. 

The court below dealt with this case as not only one in which 
the ordinary and reasonable construction would limit the patentee’s 
rights to the particular thing described, but as one in which the 
patentee himself had acted upon that idea. 

While the patentee describes measurably ingenious means for 
holding a hair ribbon bow in place, such result is reached through 
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assembling well-known mechanical means, and while it is ac- 
complished through a somewhat deft handling of such instrumen- 
talities for the purpose of easy adornment, and while it may 
have been justifiable to sustain the patent with the limitations 
which confine it to the particular device described, we do not see 
in it such originality or general merit as would justify a liberal 
and broad construction to the end that the patent should cover 
other ingenious arrangements for that kind of personal adornment. 

As we hold this view, it follows that the conclusions of the 
court below must be affirmed upon this phase of the case. 

Now, as to unfair competition in trade: The ornamental 
device of which the plaintiffs complain does the work in substan- 
tially the same way as that of the one described in the patent, yet 
there are mechanical differences in the way the clasps are arranged, 
and there are differences in the bases of the two devices, which 
the casual purchaser would naturally discover. In the com- 
plainants’ device there is a conspicuous slot in its base or body, 
which, it is said, performs the function of holding the ribbon 
in place, while in the alleged offending device there is no slot, but a 
solid base with three prominent and conspicuous stars thereon, 
which, it is said, perform the function of holding the ribbon in 
place. 

It is quite true that the differences between the two things are 
slight, and if the object of the patent were something more sub- 
stantial, the case might be made so strong as to justify judicial 
interference by way of restraint upon the ground of unfair com- 
petition. But in a case like this, when a plaintiff provisionally 
stands upon grounds independent of the scope of his patent, and 
goes to the proposition of unfair competition in trade, he prevails, 
if he prevails at all, under the general doctrines of equity, and 
where an injunction is sought which would operate as restraint 
in the mercantile field, it is a principle of equity, based upon con- 
siderations of caution, that to justify an injunction the case must 
be unmistakably clear and beyond question. That is a require- 
ment of equity which we think the merits of the plaintiffs’ case 
do not answer, and it results, therefore, that: 

The decree of the District Court is affirmed, with costs of 
this court. 
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CHAMPION SPARK PLuG Co. v. Mosier & Co. 
CHAMPION SpaRK Piua Co. v. BeENrorp Mra. Co. 
(233 Fed. Rep., 112) 

United States District Court 


Southern District of New York, May 24, 1916 


On Settlement of Decree, June 12, 1916 


. Unrarrk CoMPETITION—EVIDENCE OF CONFUSION. 

Where the acts of the defendant are likely to cause confusion between 
his goods and those of the plaintiff, evidence of successful deception is not 
necessary. 

. Unrarrk CoMPETITION—MARKING OF CONTAINERS. 

Where the circumstances are such that the cartons used by the plaintiff 
do not come into the hands of the consumer, differences between the cartons 
of the plaintiff and those of the defendant are immaterial. The important 
question is then that of confusion between the goods themselves. 

3. Unrark CoMpPEetTITION—IMITATION OF Goons. 

Any manufacturer has a right to imitate the structural features of an 
appliance, the manufacture of which is open to him, but imitation of non- 
functional features, such as color or decorations, tending to cause confusion, 
should be enjoined. 

4. Unrarr Competition—Honest TrapeE DirrERENcCES—Costs. 

In the case of honest trade differences, where the defendant has not 
intentionally trespassed upon the rights of the plaintiff, the latter should not 
recover costs. 

. Unratr ComMpETITION—ADVERTISING OF DECREE. 

Where the defendant has not been guilty of improper advertising, the 
plaintiff should be forbidden to advertise a decree in his favor at the peril of 
losing the benefit of the decree. 


—_ 


9) 


Or 


In Equity. On rehearing. Decree for plaintiff. 


This is a bill in equity, dependent on diverse citizenship, to 
procure an injunction against the defendant for unfair competition 
in the sale of spark plugs to be used in the Ford motor car. The 
plaintiff is a Massachusetts corporation, and the defendant a 
New York corporation, each concerned in the manufacture of 
spark plugs for motors. On the 22d of February, 1911, the 
plaintiff procured a contract from the Ford Motor Car Company 
for the manufacture and sale of 10,000 of a plug which was designed 
to fit the engine of that car and which they called the “Champion 
X.” Later in that year they sold 239,500 more plugs to the same 
company. During the year 1912, and for all subsequent years 
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down to the present, the Ford Motor Car Company has used the 
plaintiff's ““Champion X” plug for the factory equipment of its 
cars, except for a few contracts hereafter mentioned, which were 
procured by the defendant. In all, the plaintiff has sold to the 
Ford Motor Car Company a total of more than 4,000,000 of said 
plugs, which were in some respects different from those theretofore 
manufactured by the plaintiff and from those used by the Ford 
Motor Car Company. They are known as the open type, in 
which the two electrodes, between which the spark leaps, consist 
of pieces of wire, one straight and the other bent up at an acute 
angle. The steel shell of the plug is of a black finish, with the 
hexagonal part, for the wrench to engage, extending above the top 
of the engine of a predetermined size and length. Above the 
shell there is a bushing nut, designed to hold in place an insulating 
porcelain, which in turn holds the straight electrode. This porce- 
lain has concealed within the shell a lower extension, known as the 
petticoat, and only the upper part projects above the bushing 
nut, showing a white cylindrical surface of somewhat more than 
half an inch. Above the white porcelain there is a brass nut, 
and above the brass nut a brass screw. Between the brass nut 
and the screw is held the wire from the magneto, which carries 
the current down the straight electrode. On the face of the part 
of the porcelain above the bushing nut are printed the words, 
“Champion X,”’ in red letters. 

It has always been the custom of the plaintiff to sell these 
plugs to the Ford Motor Car Company at substantially their 
cost, relying for its profits upon the replacements which users of 
the car must buy as the plugs wear out. These replacement plugs 
the plaintiff sells to jobbers at anywhere from 25 cents to 30 cents 
apiece, and the jobbers and repair men retail them to the trade 
at a list price of 75 cents, which in practice is reduced to 50 cents 
or less. In the Ford Manual, which is issued to all buyers of the 
Ford car, the Ford Motor Car Company recommends the replace- 
ment of these plugs by the same equipment with which the car is 
sold, and the plaintiff, both through this recommendation and 
the fact of the use of them in the car itself, has established a large 
sale of its plugs in replacement, with much profit. Besides this, 
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the plaintiff has spent large sums of money in advertising its plug 
and in exploiting it through traveling salesmen. 

Until the year 1913, the defendant advertised and recom- 
mended. for use upon Ford cars a plug of its own manufacture, 
which it called the “Spitfire.” This was of a different type from 
the “Champion X,” having a closed bottom and nickeled shell. 
The porcelain which extended above the bushing was also of a some- 
what different size, and bore the legend, “Mosler’s Spitfire.” 
In the year 1913 the plaintiff procured from the Ford Motor Car 
Company an order for 10,000 plugs to be made after a blueprint 
submitted at the time, which was in turn made exactly after the 
plaintiff’s plug. This order the defendant filled, and later got 
further orders from the Ford Company, amounting in all to 
about 100,000 plugs, both in this country and Canada. Having 
made the plug, which was nearly indistinguishable from the 
plaintiff’s, it continued, however, to supply it to jobbers and 
repair men for use as replacement of the Ford equipment, and 
has established a substantial business itself. The “hex” of the de- 
fendant’s plug is slightly longer than the plaintiff’s, and the por- 
celain is thicker in diameter and slightly shorter in length; the 
nut above the porcelain is knurled, instead of hexagonal, and the 
name “‘ Mosler Superior”’ is printed on all the porcelains. Never- 
theless, it is not disputed that the two plugs, unless placed side 
by side, are not distinguishable to an inexpert eye, except by the 
substitution of the words “Mosler Superior” for ““Champion X.”’ 
Each has the shell and bushing nut finished in a dull black color, 
each has a white porcelain, and each a brass top nut. The re- 
placement plugs are sold in separate cartons, and the general 
appearance of the plaintiff’s carton is absolutely dissimilar from the 
defendant’s. No claim of unfair competition is made of the 
cartons. 

The plaintiff’s position is that the change in the defendant’s 
plug, from its former easily distinguishable “Spitfire” to the 
absolute copy of the plaintiff’s ““Champion X,”’ results in sub- 
stitution of the one for the other to buyers who seek replacement 
plugs. It proved some instances of such substitution by retail 
dealers, without the connivance of the defendant. It also proved 
that nine other kinds of plugs had in the past been sold for use 
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in Ford cars, all readily distinguishable from its own and all 
suitable for the purpose. 

The defendant replied by asserting that all parts of its plug, 
and the proportion of those parts, were functional in its plug, and 
that none could be changed without affecting either its cost or its 
value in use. It appeared that all the parts were necessary, but 
there was some dispute as to the form of the electrodes, the length 
of the “‘hex,’’ and that of the porcelain above the bushing nut. 


Livingston Gifford, of New York City, and Wilber Owen, of 
Toledo, Ohio, for plaintiff. 

William A. Redding and Ambrose O’Shea, both of New York 
City, for defenc ants. 


LEARNED Hanp, District Judge (after stating the facts as 
above): In cases of this character the question is always in the 
nature of a compromise between the plaintiff’s security in his 
trade and the annoyance and expense imposed upon the defendant 
by imposing conditions upon him. Where it is equally easy for 
the defendant to adopt a new make-up, and the plaintiff is in real 
danger of losing future customers, courts do not hesitate; even 
when the change is somewhat burdensome to the defendant, they 
will at times intervene. That the plaintiff’s trade in replacement 
plugs is imperiled by the “‘ Mosler Superior” seems to me quite 
possible, and, though no evidence of successful deception is 
produced, it is not necessary to do so. Collinsplatt v. Finlayson 
(C. C.) 88 Fed. 693. The plugs were confessedly originally made 
in exact accordance with the Ford blueprint, and are now struc- 
turally distinguishable only by such slight differences as would 
inevitably escape the eye, unless they are placed side by side. 
They are in color precisely like the plaintiff’s plugs, except for the 
name upon them, and dealers have attempted to pass them off 
as such. It seems to me, therefore, that there is a substantial 
danger to the plaintiff’s business in selling replacement plugs. A 
Ford owner, asking for a Ford plug, and wanting to get the kind 
he had got with his car, might well be guided altogether by its 
general appearance. It is true that, if he observed the name, 
‘Champion X,” he would not be misled; but he might well not 
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look at the name. Nor are the circumstances such that the color 
of the cartons counts. If the original plugs came in cartons, I 
should think that distinction enough, without more; but they do 
not. Therefore the buyer cannot distinguish between the defend- 
ant’s cartons, and the plaintiff’s he has never seen. It seems to 
me, therefore, that the plaintiff is entitled to some relief against 
such an absolute copy as is here presented. 

In such cases the first question is always whether the points of 
similarity are essential features of the thing sold. When they are, 
the right to copy them is necessarily involved in the right to sell 
that particular thing; if the plaintiff is affected, it is his mischance 
that his manufacture has not become associated with some arbi- 
trary and unessential feature. Yet even here it is often possible 
to insist upon the second comer’s adding some arbitrary mark, 
itself not essential, by way of distinction. The case is in essence 
no different from those of the secondary user of descriptive or 
geographical names. The plaintiff in both cases finds himself 
in such a position that his customers have come to associate his 
make with some feature which in its origin did not represent him 
atall. Itcan make no difference that in cases of genuine secondary 
user the feature is itself a symbol, representative, but representa- 
tive of something else than the plaintiff’s manufacture, while 
in cases like this the feature was not originally a symbol at all. In 
each case the feature has become a symbol of the maker, and, when 
others use it, he runs the chance of losing his customers. There is 
equal reason in each case to compel the second comer to add some 
distinguishing mark to the feature to avoid its acquired meaning. 
Nor does it matter in substance whether the feature lies in the case 
or container or in the very thing itself. Coca-Cola Co. v. Gay- 
Ola Co., 200 Fed. 720, 119 C. C. A. 164 [Reporter, vol. 3, p. 1]; 
Id., 211 Fed. 942, 128 C. C. A. 440 [Reporter, vol. 4., p. 297]; 
Hiram Walker & Sons v. Grubman (D. C.) 222 Fed. 478 [Reporter, 
vol. 5, p. 266]. The limitation in application must be the feasi- 
bility of a mark which shall not be too burdensome. 

In cases like Enterprise Mfg. Co. v. Landers, Frary & Clark, 
131 Fed. 240, 65 C. C. A. 587, Yale & Towne Mfg. Co. v. Alder, 
154 Fed. 37, 83 C. C. A. 149, and Grier Bros Co. v. Baldwin, 
219 Fed. 735, 185 C. C. A. 433 [Reporter, vol. 5, p. 127], there 
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were features added by the defendant which could have no pur- 
pose, and, what is more to the point, no effect, except to mislead 
the buyer into supposing the goods were of the plaintiff's make. 
They could be subtracted from the article without affecting those 
features which controlled the buyer’s choice. Such cases as 
Rushmore v. Manhattan Screw & Stamping Works, 163 Fed. 939, 
90 C. C. A. 299, Lovell-McConnell Mfg. Co. v. American Ever- 
Ready Co., 195 Fed. 931, 115 C. C. A. 619 [Reporter, vol. 2, 
p. 313], and Rushmore v. Badger Brass Mfg. Co., 198 Fed. 379, 117 
C. C. A. 255 [Reporter, vol. 2, p. 488], avowedly rest upon the 
same basis, yet the doctrine was in those cases pressed very far, 
since the design of a motor lamp or horn may well be a part of 
the reason why the buyer chooses them. ‘To deny the second 
comer the right to use that design seems rather to step beyond the 
principle which protects only such symbols as are representative 
of the plaintiff’s manufacture, nor does it seem an entirely adequate 
answer to say that the features enjoined are nonfunctional. It is 
only when the mechanical operativeness of the thing is certainly 
all that determines the buyer’s choice that such a criterion is 
safe. Margaret Steiff, Inc., v. Bing (D. C.) 215 Fed. 204 [Re- 
porter, vol. 4, p. 388]. 

In the case at bar, there is no danger of losing sight of the dis- 
tinction suggested, if the test be applied of nonfunctional features, 
since a buyer will not choose a spark plug because its appearance 
pleases his fancy. However, I am not satisfied that any part 
of the defendant’s plug is nonfunctional and could be changed 
without some sacrifice, or at least some chance of sacrifice, to its 
real mechanical value. The fact that in earlier plugs the shell 
electrode was not bent up has some force, yet the bend has some 
functional plausibility, and I am not prepared to take from the 
defendant that feature. The lengthening of the porcelain is 
another feature, possible perhaps, but not certainly without some 
question, since it adds to the plug’s fragility. More may be said 
for lengthening the hex; but I think there are better and sufficient 
ways to distinguish the plugs than by imposing this requirement 
upon the defendant. It seems to me rather that if the defendant 
be required to change the color of the plug it will be a more certain 
means of distinction, and will avoid the need of any mechanical 
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change in what is a quite legitimate competition. If, for example, 
the whole shell and bushing be nickeled, which could be done at 
the trifling cost of 35 cents per 1,000 and if a quarter-inch band 
of color be run around the top of the porcelain, which would add 
little or nothing more to the cost, it seems to me that not even 
a careless buyer would be misled. If he bought such a plug, I 
think he would be genuinely indifferent to its maker. 

These changes impose some burden upon the defendant, 
yet the cost is not substantial, and the gain to the plaintiff may 
be real. To couple these changes with an elongation of both 
shell and porcelain would, it is true, add something, the appearance 
being thus wholly reorganized in form and color; but a buyer 
who was so careless as not to observe the total change in color 
would not, I should suppose, be likely to attend to such changes 
in form. There is not, it must be remembered, any evidence, as 
is customary in cases of secondary user, that the buyers have in 
fact got used to associating the plug’s structure with the plain- 
tiff’s make. 

A question was raised at the trial of the kind of nickeling 
which might serve. It is enough to observe that the time which 
counts is the moment of purchase. If the plug has a different color 
then, it is enough, however the color changes thereafter. On this 
account the defendant will be free to adopt any other distinctive 
color than nickel on the shell and bushing nut, whether it wears 
off or not. If it chooses, it may dip the shells in any coloring 
material. 

Furthermore, it must be understood that any protection to 
which the plaintiff is entitled depends altogether upon its monopoly 
of the Ford motor factory equipment. In its direct competition 
for the Ford business the defendant may copy the plaintiff’s plugs 
to the minutest detail, because the Ford Motor Car Company 
sannot be misled as to the manufacturer with whom it deals. 
If the defendant or any one else by such competition can secure a 
substantial part of the equipment of that car, so that any given 
buyer may get either the plaintiff’s or some one else’s, it would 
obviously be unjust to assume that, in seeking to replace his plugs 
with those which he originally got, he must want the plaintiff’s 
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plugs. The decree will be held open at the foot for modifica- 
tion upon proof of such a change. 

Courts often decline in decrees in such cases to indicate what 
features of the defendant’s make-up need be changed; but there 
appears to be no necessity of throwing the parties to a proceeding 
in contempt, when the matter turns altogether upon the precise 
distinction which will in the end be accepted. It has been the 
custom in this district to provide more specifically the conditions 
upon which the defendant may compete, and I shall follow that 
custom in this case. 

Therefore the decree will provide that the defendant will be 
enjoined from selling its “Mosler Superior” plug as at present 
organized, unless it change the color of the shell and bushing nut, 
and of the porcelain, so as to distinguish their appearance. I 
will at present go no further than to provide for such changes 
generally. The color of the shell and porcelain are at the defend- 
ant’s option, so they be distinctive, and the porcelain be not 
marked in red in any way. The amount of the color on the 
porcelain, whether over the whole, or by a band, and, if so, the 
width of the band, I will also leave open. I have suggested a 
quarter-inch band at the top, and it rather seems to me that it 
should be so, but I am not ready finally to tie the defendant quite 
so closely as that, except that the name “ Mosler’’ must be retained, 
or, in the case of plugs made for jobbers, the name of the jobber, 
or some trade-mark, in letters other than red, which shall be 
unlike “Champion X.” 

The decree will also provide for application at the foot in case 
any other maker shall secure a part of the Ford equipment business. 

I see no occasion for costs, and each party will bear its own 
disbursements. The case appears to me one of honest trade 
differences. 

I see no reason why the plaintiff should advertise its decree in 
any way. There is nothing unfair in the defendant’s prior 
advertising to correct, and, when that is the case, neither side 
should be allowed to scare off customers by the flourish of a decree. 
The plaintiff will therefore refrain from any advertisement at the 
peril of losing its decree. 
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On Motion to Settle Decree 


A hearing has been had for the settlement of the decree in these 
cases, in which the plaintiff objects to the limitation of the in- 
junction in respect of my permitting the defendants to furnish the 
Ford Motor Company with plugs made of a color precisely like 
their own. They suggest that precisely similar plugs in form and 
finish furnished to the Ford Motor Company may become a means 
of confusion. The defendants thereupon accepted the suggestion 
of the plaintiff that the decree should include sales to the Ford 
Motor Company, provided that the requirement that the porcelain 
should be colored with a circular band be omitted. To this the 
plaintiff has agreed, and therefore the decree will simply require 
the defendants to color the shell and bushing nut with nickel or 
in some other appropriate way, and to retain upon the porcelain 
the name of the dealer or of the maker in some other color than 
red. 


E1senstapt Merc. Co. v. J. M. FisHer Co. 
(232 Fed. Rep., 957) 
United States District Court 


District of Rhode Island, May 18, 1916 


1. Unratr ComMpetitIon—CopyinG AN IDEA. 

The idea of making a bracelet in separate links, to be interchanged by 
friends and made into a bracelet when a sufficient number have been obtained, 
is not one that can be monopolized by one manufacturer in the absence of 
any patent protection thereon. The manufacture of similar links by a rival 
maker, who advertises the product as his own and does not seek to deceive 
the public as to its origin, affords no cause of action. 

2. Unrark ComMpETITION—PrRorit rromM ANOTHER’S ADVERTISING. 

The fact that one manufacturer advertised an article extensively and 
created a demand for it gives him no ground for seeking to prevent a rival 
manufacturer from entering the market to supply the demand thus created, 
so long as he does not seek to pass off his product as that of the earlier manu- 
facturer. 

3. Unrark COMPETITION—IMITATION OF Goons. 

A manufacturer of links, of a size and design that adapts them to be 
used in connection with the links of another manufacturer to complete a 
bracelet, is not liable to injunction where there is no other evidence of effort 
to take advantage of the reputation of the earlier article. 


In Equity. On final hearing. Bill of complaint dismissed. 


E. E. Huffman, of St. Louis, Mo., and Wilmarth H. Thurston, 
of Providence, R. I., for complainant. 
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Frederick S. Hall and Stanley P. Hall, both of Taunton, Mass., 
Walter A. Briggs, of Attleboro, Mass., and George A. 
Rockwell, of Boston, Mass., for defendant. 


Brown, District Judge: The bill charges and seeks to enjoin 
unfair competition in making and selling an article which closely 
resembles an article made and sold by the plaintiff. 

The Eisenstadt Manufacturing Company makes and sells 
‘bracelet links,” which, by structure and design, are adapted to 
be assembled to complete what is termed a “friendship bracelet.” 
They have advertised these links under the name of “‘ Bob-o-link.” 
One of their advertisements thus describes the scheme of sale: 

Here’s the Way It Works 

A girl starts a bracelet by exchanging “‘ Bob-o-links” with a friend. They 
each wear their “ Bob-o-link”’ with the friend’s initials engraved upon it, on a 
narrow black velvet ribbon around the wrist. Then they start other friends 
by exchanging “ Bob-o-links” with them. Thus they complete their own brace- 
let, and in doing so start ten or a dozen other girls, who in turn start another 
ten or a dozen, and so it goes until everybody has a “‘ Bob-o-link”’ bracelet. It 
takes from nine to twelve “ Bob-o-links” to complete a bracelet, and a girl isn’t 


satisfied until she has one completed—then she immediately starts another. There 
is no end to it. 


When a girl has enough “ Bob-o-links”’ she goes to her jeweler and has them 
clamped together with the small silver links, which are provided for that purpose. 


The plaintiff originated neither the special design of link 
which it seeks to enjoin the defendant from making, nor the 
scheme of sale. 

In January, 1915, H. B. Pratt conceived the idea of making 
what he termed a “friendship bracelet.” 

As the amended bill alleges, for about three months prior to 
April 1, 1915, H. B. Pratt and Bullard Bros. Company had been 
continuously manufacturing the said links and selling them 
in various localities throughout the United States, and had created 
a substantial demand for said links, and all the business in said 
links was carried on in the name of Bullard Bros. Company. 
Newspaper articles explaining Pratt’s bracelet link idea were 
published in various jewelry trade magazines and Bullard Bros. 
had disposed of about 25,000 of these links in many different states. 

The article, already on the market, having been brought to 
the attention of officers of the plaintiff company by a traveling 
salesman some time in March, 1915, it made a proposal to Pratt 
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by letter of April 1, 1915, for a contract to be in force for two 
years, with privilege of renewal for another year, “for the ex- 
clusive right to make and sell your ‘friendship, interlocking link 
bracelet,’ in silver, gold or other metals.” The plaintiff agreed to 
pay royalties on sales. The following language was also used: 

“This exclusive right granted is to cover the patents now pending, and all 
improvements or subsequent patents which may be applied for and obtained on 
this bracelet, or any article of similar character.” 

This proposal was accepted by Pratt April 1, 1915, with a 
modification relating to an existing contract with a third person. 
The parties to the contract were Pratt and the plaintiff company, 
and the written contract apparently relates to rights in an in- 
vention or inventions of Pratt for which applications for patents 
were pending, or were contemplated. There is evidence, how- 
ever, that after the making of this contract Bullard Bros. Com- 
pany discontinued the manufacture and sale of the article, and 
that they received a share of royalties paid by plaintiff to Pratt. 

A patent, No. 1,166,629, was issued January 4, 1916, on 
Pratt’s application of March 3, 1915, for a bracelet; but this 
patent, which claims only a complete bracelet and not the in- 
dividual links, is not relied upon in the present case, except to 
show good faith of the plaintiff in issuing certain notices in which 
patent rights were asserted, and to meet the defense that because 
of misrepresentations to the public in respect to patent rights the 
complainant does not come into equity with clean hands. 

No evidence is produced to show that Bullard Bros. Company 
ever made any formal agreement with the plaintiff to discontinue 
the manufacture of the article, or assigned to it any supposed 
good-will. Though plaintiff now claims to have succeeded to the 
business and good-will of Bullard Bros. Company, there is no 
evidence of any contract between Bullard Bros. Company and the 
plaintiff to this effect, and the plaintiff advertised itself as “makers 
and distributors under license of H. B. Pratt, inventor.’’ There 
is no evidence that it attempted to use any of the reputation of 
Pratt or Bullard Bros. Company as manufacturers. 

The evidence shows that the article of the special design for 
which plaintiff seeks protection was not exclusively associated in 
the public mind with the Eisenstadt Manufacturing Contpany as 
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é 
manufacturers, but, on the contrary, was also associated with 
Bullard Bros. Company as manufacturers. 

By stipulation in this case it appears also that the complainant 
issued a circular dated May 28, 1915, in the name of and by 
authority of H. B. Pratt, giving notice to the trade that applica- 
tions for design and apparatus patents were pending, and warn- 
ing against infringement. This circular contained the following 
statement: 

“The Eisenstadt Manufacturing Company, of St. Louis, Missouri, the Stand- 
ard Button Company, of Attleboro, Mass., and Bates & Bacon, of Attleboro, 


Mass., are the only authorized manufacturers and distributors of the genuine 
*Bob-o-link’ bracelet.” 


In this case it is quite necessary to make what Mr. Wigmore 
refers to as “the distinction between actionable deception of the 
customer by imitation of the authorship, and nonactionable 
imitation of the merchandise without deception as to authorship.” 
See Harvard Law Rev., April, 1916, p. 609; Flagg Mfg. Co. v. 
Holway, 178 Mass. 83, 59 N. E. 667. 

It is true that in some cases the appearance of an article may 
indicate authorship, so that the offering of a eopy in itself tends to 
deceive as to authorship. 

There is some conflict between the exercise of the right to copy 
an unpatented design or manufacture and the right of a prior 
manufacturer to prevent a competitor from eopying, where such 
copying in itself results in deception of the public as to the origin 
of the goods. When the article has become associated in the mind 
of the public with the manufacturer who first put the article on 
the market, and when the reputation of that manufacturer and 
of the quality of his goods is a matter of substantial importance 
to the public as well as to the manufacturer, the right to copy 
may be subject to the obligation to give such notice as may be 
necessary in the particular circumstances, in order to prevent such 
mistake or deception of the public as might arise from putting a 
copy on the market. 

The defendant relies upon Keystone Type Foundry v. Portland 
Pub. Co., 186 Fed. 690, 108 C. C. A. 508 [Reporter, vol. 1, p. 106], 
which involved the question whether there was unfair competition 
in copying the design of a certain type, or type face, originated 
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by the plaintiff and advertised as “Caslon Bold.” In that case 
the court said: 


“The defendant has not sought to avail itself of the complainant’s reputa- 
tion as a founder, but of its taste and skill as a designer. This it may do. It 
may copy the complainant’s type, so long as it does not pretend that the copy is 
an original product of the complainant.” 


—and quotes with approval Flagg Mfg. Co. v. Holway, 178 Mass. 
83, 59 N. E. 667. The defendant also cites Rathbone Sard & Co. 
v. Champion Steel Range Co., 189 Fed. 26, 110 C. C. A. 596, 
[Reporter, vol. 1, p. 259]; Rice & Co. v. Redlich Mfg. Co., 202 Fed. 
155, 122 C. C. A. 442 [Reporter, vol. 3, p. 113]; Armstrong Seatag 
Corp. v. Smith’s Island Oyster Co., 224 Fed. 100, 139 C. C. A. 656 
[Reporter, vol. 5, p. 392]; Diamond Match Co. v. Saginaw Match 
Co., 142 Fed. 727, 74 C. C. A. 59; Pope A. M. Co. v. McCrum- 
Howell Co., 191 Fed. 979, 112 C. C. A. 391 [Reporter, vol. 2, 
p. 109]. 

The complainant cites a number of cases in which the court 
apparently has been of the opinion that the copying, in view of 
the association of the article copied with a particular manufac- 
turer, was a means of palming off goods as those of another, and of 
trading upon another’s reputation. Steiff v. Bing (D. C.) 215 
Fed. 204 [Reporter, vol. 4, p. 388]; Strause v. Weil et al. (C. C.) 
191 Fed. 527 [Reporter, vol. 2, p. 159]; Enterprise Mfg. Co. v. 
Landers, Frary & Clarke, 131 Fed. 240, 65 C. C. A. 587; Yale & 
Towne Mfg. Co. v. Alder, 154 Fed. 37, 83 C. C. A. 149; E. B. Estes 
& Sons v. George Frost Co., 176 Fed. 338, 100 C. C. A. 258; Steward 
v. Hudson (D. C.) 222 Fed. 584 [Reporter, vol. 5, p. 269]; U. S. 
Expansion Bolt Co. v. Kroncke Hdw. Co. (D. C.) 225 Fed. 383 [Re- 
porter, vol. 5, p. 447]; Rushmore v. Manhattan S. & S. Works, 163 
Fed. 939, 90 C. C. A. 299, 19 L. R. A. (N. S.) 269; Rushmore v. 
Saxon (C. C.) 158 Fed. 499; Baldwin v. Grier Bros. Co. (D. C.) 
215 Fed. 735 (Reporter, vol. 4, p. 466]; Grier Bros. Co. v. 
Baldwin, 219 Fed. 735, 1385 C. C. A. 433 [Reporter, vol. 5, p. 
127]; Mozie Co. v. Daoust, 206 Fed. 434, 124 C. C. A. 316 [Re- 
porter, vol. 3, p. 370]. 

The complainant contends that the zither case, Flagg v. 
Holway, 178 Mass. 83, 59 N. E. 667, in so far as it supports the 
view that a second comer in the field may imitate unessential 
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features of goods on the market to an extent likely to cause 
confusion, is overruled in For & Co. v. Glynn, 191 Mass. 344, 78 
N.E.89,9L. R. A. (N.S.) 1096, 114 Am. St. Rep. 619, wherein 
defendant was enjoined from copying the peculiar shape of plain- 
tiff’s loaves of bread. 

From an examination of these cases it is evident that it would 
be unsafe to say as an abstract proposition either that a plaintiff 
may copy and offer in the market at will, and without notice, that 
which is not protected by patent or copyright, or that one who 
copies and offers for sale must always give notice that his copy 
is not the product of prior manufacturers. The object of the 
law of unfair competition is to prevent the palming off of goods as 
those of another, deception of the public, and trading on a repu- 
tation established by another. 

In the present case the article involves both design and 
mechanical structure, both of which the defendant may adopt, 
provided it does not seek to trade upon the reputation established 
by the complainant. 

Upon the facts of this case I am of the opinion that the origin 
of the goods, the authorship of the design, or the reputation of the 
manufacturer have not been shown to be a matter of such interest 
to the public as to afford an inducement to the public to buy the 
plaintiff's goods rather than the goods of other manufacturers. 
Both in the matter of design and in the matter of function the 
article speaks for itself. It is not like a machine, with parts con- 
cealed or difficult to inspect, as to which the buyer relies, not upon 
his own judgment of quality or workmanship, but upon the name 
and reputation of a particular manufacturer as implying a represen- 
tation of good workmanship and quality. Whether the article 
is made by the Bullard Bros. Company, by the Eisenstadt Manu- 
facturing Company, by the Standard Button Company, or by 
Bates & Bacon, or possibly by other manufacturers, would seem 
to be a matter of indifference to the public, especially in view of 
the fact that the Bullard Bros. Company were first in the field and 
that the complainant itself gave notice that other persons were 
authorized manufacturers and distributors of the “ Bob-o-link” 
bracelet. 

The defendant has advertised itself as the manufacturer of its 
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own product, and I am not satisfied that there is any attempt by 
the defendant to steal any of the reputation of the plaintiff as a 
manufacturer, or to avail itself of any desire of the public to 
have goods which are made by the Eisenstadt Manufacturing 
Company as distinguished from those made by any other company. 

In this particular case the real grievance, if it be a grievance, 
of the plaintiff seems to be that it has advertised the article 
extensively and has promoted and increased the demand for the 
article, and that the defendant, by supplying the market with the 
article in competition with the plaintiff, is reaping the benefit of 
the plaintiff’s advertising, and thus, as counsel puts it, “is reaping 
where it has not sown.”’ 

A difficulty in the plaintiff’s case, however, is that to a con- 
siderable extent this is true also of the plaintiff, as appears by the 
amendment to the bill and by the proofs. The scheme and the 
particular article had already been made known by newspaper 
articles and by traveling salesmen, and the plaintiff, in common 
with others, acquired its knowledge of the article in the ordinary 
course of an already established trade. 

In the absence of any claim for protection under patent rights 
it is difficult to avoid the conclusion that the plaintiff stands 
merely in the situation of any other member of the public who 
may choose to disregard supposed patent rights, and to copy and 
promote the sale of an article that was already before the public 
and upon the market before the plaintiff adopted it. 

The proofs do not show whether, as matter of fact, the 
defendant copied the article made by Bullard Bros. Company or 
that made by the plaintiff, nor does this seem to be of importance, 
for in either event the article in design and structure must be 
considered an old article of manufacture, and both plaintiff and 
defendant as copyists. If plaintiff’s and defendant’s articles are 
so similar that one may be mistaken for another, it seems also 
true that both are likely to be mistaken for articles previously 
manufactured by Bullard Bros. Company. 

I am unable to see that it was possible for the plaintiff, after 
Bullard Bros. Company and Pratt had dedicated to the public all 
rights not protected by patents, or by applications for patents, and 
after Bullard Bros. Company, previously known as the manufac- 
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turers, had ceased to manufacture, to derive from Pratt or Bullard 
Bros. Company any exclusive rights, except patent rights. 

The first copyist, by the claim that other copies may be mis- 
taken for his copy, cannot abridge the rights of other copyists to 
follow the original design. 

If we extend the established doctrine of trade dress, and say 
that the article itself may in some cases become a sign of authorship 
and origin, it could only lead to confusion, if we should go further 
and follow this by saying that the best known manufacturer of 
copies, whose product may be even better known than the product 
of the original manufacturer, may enjoin others from copying 
because the public may be misled into buying the product of a 
later copyist as and for the product of an earlier copyist. 

However, the argument that the distinctive appearance of the 
article itself may serve as a sign of origin, does not seem applicable 
to the facts of this case. 

The plaintiff has failed to show that the goods of its manu- 
facture have in fact a distinctive appearance, which in itself points 
to the plaintiff as manufacturer. On the contrary, it appears that 
in appearance they are indistinguishable from those of an earlier 
manufacturer. 

Whether a particular make of goods is exclusively associated in 
the mind of the public with a particular manufacturer is a matter 
of fact. Whether this association constitutes a substantial part 
of the inducement to buy these goods is also a matter of fact. 
It may be a matter of no practical consequence. That this 
defendant is profiting by the fact that the public mistakenly pur- 
chases its goods when they desire specially the plaintiff's does not 
seem to me to be established by the proofs. 

The plaintiff insists that by advertising to the trade and to 
the public it has established a good-will with which the defendant 
is interfering. It appears that a full-page advertisement in the 
Saturday Evening Post of May 22, 1915, of the plaintiff’s links, 
under the plaintiff’s name of ‘‘ Bob-o-link,”’ created a large demand, 
and that this was followed by other expensive advertisements. 

The defendant, however, was in the field as a competitor be- 
fore this, and as early as the middle of May seems to have been 
actively pushing it goods throughout the country. A demand 
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for the article created by either party during competition naturally 
might inure to the benefit of either. There is this disadvantage 
in conducting an advertising campaign to promote the sale of an 
article which is not a proprietary article. But it is not inequitable 
for a defendant to profit by a general demand for old goods; it 
only is inequitable to seek to profit by supplying a special demand 
for goods of plaintiff's manufacture with goods of the defendant’s 
manufacture, thus trading on the plaintiff’s reputation and 
deceiving the public. 

The plaintiff asks that the defendant be enjoined from making 
links of such size and design as adapt them to be used in connec- 
tion with plaintiff’s links to complete a bracelet. 

It is shown that plaintiff’s advertisements to the public 
represent that the purchaser of a requisite number of links 
will have the right to have them joined together without additional 
charge by connecting links supplied by the plaintiff to the jewelers, 
and it is urged that so far as defendant’s links are purchased in 
place of plaintiff’s, and so far as they are connected up by joining 
links supplied by plaintiff, the defendant is inequitably profiting 
by the plaintiff’s offer to the public. Were the plaintiff the 
originator of both the scheme and the article, and had made 
promises to the public, so that the article had become a token of 
contract rights as well as a bracelet link, the case might present 
a different aspect, and involve questions of the law of tokens 
somewhat similar to those that arose in trading stamp cases. 
Sperry & Hutchinson Co. v. Mechanics’ Clothing Co. (C. C.) 135 
Fed. 833; Id. (C. C.) 128 Fed. 800; Bitterman v. Louisville & 
Nashville R. R., 207 U. S. 205, 222, 28 Sup. Ct. 91, 52 L. Ed. 171, 
12 Ann. Cas. 693. 

But there is no reason to believe that in fact the defendant is 
seeking to interfere with contracts between the plaintiff and the 
public in respect to this, or to profit by this promise by throwing 
upon the plaintiff the expense of connecting the defendant’s 
links by use of plaintiff’s connecting links. The defendant also 
supplies jewelers with such connecting links, and apparently 
follows the same plan that was used before the plaintiff entered 
the business. This must be regarded as one of the theoretical 
aspects of the case, rather than as a substantial matter. 
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Upon the whole case I am of the opinion that the defendant is 
not seeking to take advantage of the plaintiff’s trade reputation, 
or of its reputation as a manufacturer, or to deceive the public by 
palming off its goods as the goods of the plaintiff. It has openly 
asserted its right to copy, and denied the plaintiff’s right to a 
patent, or to a monopoly of the design. There has been some 
confusion of goods, but this results from the fact that both with 
equal right make the same article. The defendant’s conduct does 
not, in my opinion, amount to fraud, actual or constructive; and 
if the defendant’s competition interferes to some extent with the 
plaintiff's business scheme, this is merely because there is com- 
petition, and not because there is unfair or unlawful competition. 

The bill will be dismissed. 





PauL Dickey v. Mutruau Fitm Corporation, et al. 
(New York Law Journal, August 11, 1916) 


New York Supreme Court 


New York County, August 10, 1916 


1. Unratk CoMPETITION—TITLE oF A Ptay. 

The proprietor of a play may enjoin the presentation of a photo play 
under the same title, although it is not claimed that the stories are in any 
way similar. It is clear that competition may exist between a play and a 
photo play with resulting damage to the former. 

2. Unratrr Competition—AccounTING OF Prorits. 

Where an injunction is granted against the further production of a film 
under the same name as a play and evidence of damage is offered, an account- 
ing is properly decreed. 


In Equity. On final hearing. Decree for plaintiff. 


Nathan Burkan, attorney for plaintiff. 
Seligsberg and Lewis, attorneys for defendant, Mutual Film 
Corporation. 


Ciark,J: This is an action for an injunction and an account- 
ing. Plaintiff is a dramatic writer. Defendant is a moving 
picture producer. Plaintiff wrote a one-act play called “The 
Come-Back” which was produced on the stage first in March, 
1911. It has been produced as recently as March, 1915. De- 
fendant has since at least June, 1915, produced upon the screens 
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a photo play called “The Come-Back.” It is not claimed that the 
story of the play and the photo play are similar; indeed, the sole 
similarity is in the title. I shall hold that although not now 
actually being produced, plaintiff’s play is sufficiently of value to 
be the subject of loss from competition, and that thename “The 
Come-Back” is not descriptive but fanciful, and therefore subject 
in a proper case to the protection of an equity court. In the 
first place I do not think that the prior copyright of two dramatic 
compositions under a simWar name affects plaintiff’s rights. 
The title not being subject to copyright, its use is protected under 
the equitable rule applicable to trade-marks; that is, priority of 
actual use gives priority of right to use and to protection (Columbia 
Mill Co. v. Alcorn, 150 U.S. 460, 463). Defendant’s chief defense 
is that the case is merely one of coincidence, and that not every case 
of coincidence is unfair competition, at least in the absence of 
fraudulent intent. I do not think that fraudulent intent is 
involved in this case. It is true that coincidence in title is not 
per se unfair competition, as witness numerous cases cited by the 
defendant, beginning with the Apthorp case, Astor v. West 82d 
St. Realty Co. (167 App. Div., 273) [Reporter, vol. 5, p. 182]. 
These cases, as I read them, are decided on the ground that no 
competition exists. For instance, the Apthorp case held that 
there was no competition between a hotel and an apartment house. 
In the case of Atlas v. Street & Smith (204 Fed. 398) [Reporter, 
vol. 3, p. 259] it was held that there was no competition between 
novels and moving pictures of the same titles. It is clear that 
competition may exist between a play and a photo play, and 
that an injunction may arise from the mere use of a similar 
title I think is held by the case of Frohman vy. Morris (68 
Mise. 46); Klaw & Erlanger v. General Film Co. (154 N. Y. 
Supp. 988), and Frohman v. Payton (34 Mise. 275). An injunc- 
tion must therefore be granted in the present case. On the 
question of an accounting it appears that plaintiff had sub- 
mitted his play in three-act form to various theatrical man- 
agers and moving picture producers subsequent to defendant’s 
production and that it had been rejected. This is sufficient 
evidence of damages and loss of profits to allow an account- 
ing. Defendant contends that where no fraud is found there 
can be no accounting or damages. The rule, as I read the 
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cases, is rather that in case of innocent competition, courts are 
reluctant to decree an accounting and damages. While not 
specifically finding fraud or intentional unfair competition here, I 
nevertheless feel that on the facts the case is one for an accounting 
and damages, to be determined by a referee to be appointed for 
the purpose. Submit judgment and decree. 


Star Company v. THe WHEELER SynpicaTE, INc. 
New York Supreme Court 


New York County, August 15, 1915 


1. TrapE-MarK—NaAME oF IMAGINARY CHARACTERS. 

The product of a cartoonist’s hand and brain are to be treated as a com- 
modity, the same as merchandise which may be sold under a distinctive mark 
or name, the exclusive right to whach, as a trade-mark or trade-name, in 
the sale of such commodity, is vested in the artist. 

A cartoonist who contributes daily to a newspaper, a comic strip delineat- 
ing characters known as ‘‘ Mutt and Jeff’’ under a contract of exclusive em- 
ployment, does not lose his right to monopolize the names of these characters, 
they not having been used as the title of the cartoons or of the comic strip. 

Outcault v. New York Herald distinguished. 

In Equity. On final hearing. Decree for defendant. For 
decision on motion to vacate preliminary injunction, see Reporter, 


vol. 5, p. 358. 


William A. DeFord (Bainbridge Colby, David Gerber and 
Nathan Burkan, of counsel), for the Star Company. 
Charles R. Kelley, for The Wheeler Syndicate, Inc., and 

Harry C. Fisher. 


GREENBAUM, J: The controversy in this action has narrowed 
itself to the inquiry whether the plaintiff, the Star Company, 
has acquired a trade-mark in the words “Mutt and Jeff” as a title 
to a series of cartoons published in its paper known as the American. 
The controlling facts upon which the rights of the parties depend 
are practically undisputed. Harry C. Fisher, known by the nom 
de plume of “Bud Fisher,” was concededly the creator of two 
grotesque figures which he named “Mutt and Jeff,”’ respectively, 
and which he utilized in a series of cartoons, each publication 
being in the form of what in newspaper parlance is called a “comic 
strip.”” Each strip consisted of four or more pictures in which 
the chief characters, “Mutt and Jeff,” were delineated in various 
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attitudes and situations and were represented as exchanging views 
on a variety of topics, the words of the dialogue being printed in 
a balloon-shaped scroll emanating from the lips of the speakers. 
Mr. Fisher began this series of cartoons on November 15, 1907, 
in the San Francisco Chronicle with the character of “Mutt.” 
Commencing on December 11, 1907, he continued the publication 
of these cartoons in the San Francisco Examiner until April 9, 
1909. During this period and as early as March and April, 1908, 
which was prior to the time he entered into plaintiff’s employ, he 
introduced the figure “‘Jeff’’ in his comic strip, and the cartoons 
became known to the public as ““Mutt and Jeff,” although these 
words had not formally appeared in the headings of the pictures. 
He started on the Chronicle with a weekly salary of $15.00 which 
he shortly afterward increased to $27.50. When he entered into 
the employ of the Examiner his salary became $50.00 a week, 
subsequently increased to $60.00 and then to $75.00. In February, 
1909, he made a three-year contract with the Examiner, which 
was owned or controlled by William R. Hearst, the virtual owner 
of the New York American and other newspapers. In May, 1909, 
he came to New York City and prepared daily cartoons for the 
American until August, 1910, when a new contract was made 
with the plaintiff for a term of five years at a salary of $200.00 a 
week for the first year; $250.00 during the second, third and 
fourth years, and $300.00 during the fifth year. The contracts 
of February, 1909, and August, 1910, provided for Fisher’s exclusive 
service at a weekly salary on “publications and newspaper enter- 
prises in which William R. Hearst is or may be interested.” 
One of these enterprises was and is known as the International 
News Service. During substantially the entire period of these 
contracts Fisher’s cartoons appeared daily in the Hearst publica- 
tions and in other publications under agreements made with the 
International News Service. The first time that the words 
“Mutt and Jeff” were employed in the caption of the cartoons 
was under date of November 20, 1909, as follows: “‘Mutt and Jeff 
do a Little Ticket Scalping at the Big Game—by ‘Bud’ Fisher.” 
As a matter of fact Fisher himself prepared the titles of the headings 
to the cartoons, and they were unifotmly published as prepared 
by him until December 11, 1914, when the words “Mutt and Jeff” 
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were printed for the first time as the heading of the Fisher comic 
strip, reading as follows: “Mutt and Jeff—The Little Fellow 
Also Knows Some Law and Proves it.”” This heading was pub- 
lished without the knowledge of Mr. Fisher, who promptly pro- 
tested against its use, with the result that the succeeding publica- 
tions contained only headings or titles as prepared by Fisher in 
accordance with previous practice. It may here be observed 
that at about this time ineffectual negotiations had been in 
progress for plaintiff's renewal of the Fisher contract, and in 
December, 1914, Mr. Fisher had concluded a contract with the 
Wheeler Syndicate to commence upon the expiration of the term 
of the subsisting agreement with plaintiff, and it was therein 
provided that he was to receive a minimum of $1,000.00 weekly 
for his “Mutt and Jeff” cartoons. On January 19, 1915, and 
down to the end of that month the American again published the 
Fisher cartoons with the title “Mutt and Jeff—by ‘Bud’ Fisher.”’ 
When these titles appeared, Mr. Fisher again protested against 
their use, and upon the plaintiff’s failure to discontinue them he 
ceased furnishing any further drawings for the plaintiff. It may 
further be noticed that the plaintiff at times during the term of its 
contract with Fisher, extensively advertised that “Mutt and 
Jeff will appear in the New York American daily.” These ad- 
vertisements were printed in its Sunday editions and also on 
cards in subway and elevated stations, on billboards, news-stands 
and upon plaintiff’s newspaper delivery wagons. Broadly stated, 
the contention of the plaintiff is that, being the first one to use 
the title ““Mutt and Jeff” in connection with its comic series, it is 
entitled to the exclusive right to the use of such title as a trade- 
mark or trade-name. It doubtless is the law that the exclusive 
right to a trade-mark does not belong to the one who suggested or 
invented it, but to the party who was the first to appropriate 
and use it in his business and give it a name and reputation 
(Caswell v. Hazard, 121 N. Y. 494; Columbia Mill Co. v. Alcorn, 150 
U.S. 460, 463; 28 Am. & Eng. Enc. of Law, pp. 393, 394, 2d Ed.). 
The plaintiff insists that the facts of this case bring it within the 
decision in Herald Co. v. Star Co. (146 Fed. Rep. 204, aff'd by 
Circuit Court of Appeals, 146 Fed. Rep. 1023) and Outcault v. 
N.Y. Herald (146 Fed. Rep. 205), popularly known as the “ Buster 
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Brown” case. While the facts in the “Buster Brown” case 
are quite analogous in some features to those here appearing, 
yet they may be differentiated in material respects. In the 
“Buster Brown” case the court found as a fact that the New York 
Herald was the first to use the words “Buster Brown” as the 
“title of a comic section” of its newspaper. In the case at bar, 
the plaintiff had published the cartoons for about five years 
without the title of “Mutt and Jeff” and the only titles employed 
were those prepared by Fisher, which varied from day to day, 
the captions being appropriate to the subject matter of the given 
strip. In the “Buster Brown” case it appeared that the New 
York Herald had used the title for a number of years as a heading 
to a comic section of its paper. In the case at bar, no such situa- 
tion existed. Under all the circumstances here appearing, it may 
not be fairly held that the plaintiff had actually used “Mutt and 
Jeff” as a title of Fisher’s comic strips, even if it be assumed that 
the strip may be regarded as a comic section of the paper. The 
fact is that, during the entire period of its contract with Mr. 
Fisher, plaintiff published these strips without any title of its own. 
The mere circumstance that in its advertisements the cartoons 
were referred to in connection with the words “Mutt and Jeff” 
is of no special significance, since it is also the fact that since 
September 22, 1910, Fisher published upwards of 300,000 copies 
of his books of cartoons selected from those which appeared in 
the American under the title of “The Mutt and Jeff Captoons by 
Bud Fisher.” It is thus evident that the plaintiff was not the 
first user of the words “‘Mutt and Jeff” as a title or trade-mark, 
and that these words had not been appropriated by it as a trade- 
mark or trade-name to designate its comic section or a portion 
thereof, except upon the few occasions during the expiring months 
of the agreements, after the plaintiff realized that a renewal of 
the Fisher contract was out of the question. It is clear that this 
is not a case where the plaintiff had been in the habit of labeling 
its comic strips with a distinctive mark, or where it may be fairly 
said that it had acquired by user the words “‘Mutt and Jeff”’ as 
against Fisher. Nor is this a case where it may be held that the 
plaintiff, being entitled to the exclusive services of Fisher in the 
drawing of the cartoons in question, became entitled to the use 
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of the title “Mutt and Jeff,” since those words originated with 

Fisher before he entered into the employ of plaintiff and the 

cartoons had already acquired a reputation as “Mutt and Jeff”’ 

cartoons. The facts in this case, too, are different from those 

appearing in Jaeger’s Co. v. Le Boutillier (47 Hun 521) where it was 

shown that Professor Jaeger had never been engaged in the business 

of selling goods and, therefore, had never acquired any pro- 

prietary right in a trade-mark. On the other hand, the facts 

established in this case are, that Fisher was most actively engaged, 
for some time prior to his employment with plaintiff, producing 
the cartoons with “Mutt and Jeff’? characters. These cartoons, 
in effect the products of Fisher’s hand and brain, are to be treated 
as a commodity of barter and sale, the same as tangible goeds or 
merchandise which may be sold under a distinctive mark or name, 
which the vendor may exclusively use as a trade-mark or trade- 
name in the sale of such goods. The mere circumstance that for a 
period of time Fisher obligated himself to produce his cartoons 
exclusively for the plaintiff, no more deprived him of the exclusive 
right to use the trade-mark or trade-name of his productions than 
would a manufacturer of goods known by a trade-name be de- 
prived of the exclusive right to such trade-name, because he had 
agreed for a definite time to manufacture them exclusively for a 
given firm. Of course, during the time when Fisher was obligated 
to furnish his cartoons exclusively to the plaintiff, the latter had 
the exclusive right to the use of the trade-name which went 
with the exclusive right to all of Fisher’s output; but when the 
contract terminated Fisher was at liberty to sell his output to 
whomsoever he wished. The law of the case is so well considered 
in Hanover Milling Co. v. Metcalf (240 U.S. 403 et seq.) [Reporter, 
vol. 6, p. 149] that citation of further authorities would be super- 
fluous. In the opinion of the court, the plaintiff is not entitled to 
the use of the trade-name or trade-mark “‘ Mutt and Jeff,”’ the right 
thereto now being vested in the Wheeler Syndicate under its 
subsisting comtract with Fisher, subject to such rights, if any, 
reserved therein to Fisher. There must be a decree in favor of 
defendant. 


[Suits of Fisher v. The Star Co. and The Wheeler Syndicate v. The Star Co. 
brought to enjoin the further use by the latter of the name or title “Mutt and 
Jeff” in connection with cartoons published by it, but not the work of Fisher, 
were decided at the same time with the foregoing case, and upon the opinion 
therein, and in each instance, a decree awarded to the plaintiff.] 
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GREAT BEAR Sprinc Co. v. Futton Water Works Co. v. 
Bear Liryi1a SprinGs Co. 
(229 O. G. 613) 


Court of Appeals of the District of Columbia 
May 22, 1916 


CONFLICTING MARKS—IMMATERIAL DIFFERENCES. 


Where the prominent feature of each of two interfering marks is a rep- 
resentation of a bear and the word “Bear,” priority is properly accorded to 
the first user of the mark having this feature, although one party uses a black 
bear and the other a polar bear and although the first user has always em- 
ployed the word “Lithia” in connection with its mark. 


For decision of the Commissioner of Patents, see Reporter, 
vol. 6, p. 442. 


Mr. W. P. Preble, for the appellant. 
Mr. Fritz v. Briesen, for the appellee. 


Van OrspeEL, J: This is an appeal in an interference proceed 
ing, from the decision of the Commissioner of Patents, awarding 
priority and right of registration to appellee. 

Four trade-marks are involved in this interference,—the 
mark of appellant company, registered April 30, 1907, consisting 
of the words “Great Bear Spring”’; the mark registered by the 
Fulton Water Works Company, October 23, 1894, now owned by 
appellant, consisting of the words “Great Bear Spring,” arranged 
in a curve over the picture of a polar bear on a cake of ice; the 
mark of appellee company, registered June 9, 1891, consisting of 
the words “Bear Lithia Water,” printed in white letters on the 
side of a black bear, standing on the margin of a spring of water, 
and the mark here sought to be registered by appellee, consisting 
of the representation of a bear, upon which is printed the word 
** Bear.” 

It will be observed that the common feature of the four marks 
in interference is the word “ Bear,” and that all the marks, with 
the exception of appellant’s 1907 mark, contain, in addition to the 
word “Bear,” the representation of a bear, which feature was 
held by the Commissioner to be equivalent to the word “‘ Bear.”’ 

Prior use by appellee is conceded of the 1891 mark, but it is 
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contended that it should not be permitted to establish priority 
over appellant’s marks in a mark from which the word “Lithia” 
has been eliminated. In other words, appellant’s contention is 
that prior to December 23, 1910, the filing date of the present 
application, appellee always used the word “Lithia”’ with the 
word “Bear,” and it, therefore, has no right to priority in a 
similar mark from which the word “Lithia” has been eliminated. 

The word “Lithia” is merely descriptive, like the words 
“Spring” and ‘“‘Water.”’ The dominating feature of the marks 
is the representation of a bear. It is not material, as affecting 
the similarity of the marks, whether the word “ Lithia”’ is inserted 
or omitted; nor is it important that in one instance a black bear 
is shown, while in the other it is a polar bear; or whether the word 
‘Bear’ is printed beside the picture of the bear, or on it. The 
prominent feature of the mark is the representation of a bear, 
or its equivalent, the word “Bear.” The case is governed by 
Johnson v. Brandau (32 App. D. C., 348). 

The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Terms 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register “‘Paristyle’’ surrounded by an 
ellipse, made up of two shaded braids of hair as a trade-mark for 
hair nets. 

The rejection has been based on the descriptive character of 
the word, the combination of “Paris” and “Style,” but the single 
word “‘Paristyle”’ is not made up of these two entire words and 
therefore is a word no one would ordinarily use in describing hair 
nets. The mark is sufficiently arbitrary to be allowed and the 
decision of the examiner of trade-marks is reversed.! 


Newrton, A. C.—Appeal from the decision of the examiner of 
trade-marks, refusing to register the word “Stylefit” as a trade- 
mark for paper garment patterns, on the ground that the mark 
1 Ex parte, I. Hessel, 120 Ms. Dec., 37, June 23, 1916. 














432 SIX TRADE-MARK REPORTER 


appears to be merely a combination of two words “‘style”’ and 
“fit.” The examiner further calls attention to the fact that 
applicant has accompanied the word “‘Stylefit”’ with the expression 
“Stylish and Perfect Fitting.” 

Even assuming that “Stylefit’’ suggests the idea that the 
patterns produce garments that are “stylish” and “ perfect fitting,” 
it is such an unusual, not to say awkward attempt, to convey the 
meaning “‘stylish’’ and “perfect fitting’ that the registration of 
this word would not take away from the public any word that they 
would really need, in expressing the idea that their patterns resulted 
in stylish and perfect fitting garments. Registration granted.' 


Newton, A. C.—It was argued that “Ozone” as a trade- 
mark for soap, is descriptive or deceptive. “‘Ozone”’ is ordinarily 
considered by chemists as oxygen in its nascent state. In this 
state, it is much more active than ordinary oxygen and of course 
will bleach or cleanse under proper conditions, but no ordinary 
person would be deceived into believing that opposer’s soap was 
“Ozone” or even contained “‘Ozone”’ since there is no way to 
fix “Ozone” in the form of soap. ‘“‘Ozone’’ therefore is no more 
descriptive than “Ivory”’ for white soap or “Gold Dust”’ for 
yellow soap powder.’ 


Newton, A. C.—The conventional representation of a sack 
of flour bearing the words “Its the Wheat”’ as a trade-mark for 
flour, is not descriptive. It is as arbitrary as “‘Cream of Wheat.” 
(Citing: Cream of Wheat Company, 62 Ms. Dec., 333.) 


Geographical Terms 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register the word “Cho-Sen”’ written in 
a peculiar style of type, as a trade mark for cotton piece goods, 
the ground of objection being that “Cho-Sen”’ is the native name 
of Korea, and especially as Korea is a textile and manufacturing 
country, the word ‘‘Cho-Sen”’ is geographical. 

“Cho-Sen”’ seems to be at least as geographical as was 


1 Ex parte, The Charles Williams Stores, Inc., 120 Ms. Dec., 41, June 24, 1916. 
2 Fairchild & Shelton Co. v. B. Heller & Co., 119 Ms. Dec., 387, May 11, 1916. 
3 Ex parte, Montana Flour Mills Company, 119 Ms. Dec., 266, April 14, 1916, 
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“Columbia” (See Columbia Mill Company v. Alcorn, 150 U. S., 
160) and the examiner’s rejection was correct. 

The decision of the examiner of trade-marks refusing regis- 
tration is affirmed.! 


Newton, A. C.—Appeal from the decision of the examiner 
of trade-marks refusing to register ““ Pasadena,” partially enclosed 
with a spray of roses, as a trade-mark for “woolen, mohair, and 
cotton piece goods.”’ Refusal was based on the geographical 
nature of the word “Pasadena,” which dominates the mark. 

Applicant contends that “‘ Pasadena” has a secondary signifi- 
cance of pleasure and pleasure seekers, amid ideal climatic condi- 
tions, and to that extent, is sufficiently suggestive to overcome its 
geographical significance and cites Ex parte, Goodale Worsted Co. 

Reporter, vol. 5, p. 168), allowing registration of “Palm Beach” 
as a trade-mark for woolen piece goods. 

Just when the name of a place becomes objectionably geo- 
graphical is difficult to state. ‘‘Palm Beach” was a marginal case. 
Since it is notoriously a place of hotels for winter visitors, it is 
held that no one would be deceived into thinking that goods 
originated there, and the benefit of the doubt was given to the 
applicant. It would be going too far to allow registration in the 
present case.” 

Proper Names 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks, refusing to register for shoes the word “Farnum,” 
the “F”’ of which is in large script, shaded, and the other letters 
in similar script, shaded. The ground of objection was that the 
applicant’s word is a common name not distinctively displayed. 

In view of the decisions cited by the examiner, especially the 
Kellogg Toasted Corn Flake Co.’s Case (Reporter, vol. 5, p. 427), 
it must be held that applicant’s name is not sufficiently distine- 
tively displayed and it was properly refused registration.’ 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register for steam boilers and steam engines 


1 Ex parte, Charles L. Poor Co., 119 Ms. Dec., 328, May 1, 1916. 
? Ex parte, Goodale Worsted Co., 119 Ms. Dec., 395, May 13, 1916. 
3 Ex parte, Churchill & Alden Co., 120 Ms. Dec., 34, June 23, 1916. 
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the name “Talbot” with the tops of the letters ““t”’ extending over 
the entire word, on the ground that the name was not distinctively 
written. 

Since the word has other meanings than the mere name of an 
individual and is written somewhat in a distinctive way, it is held 
that it may be registered.! 


Newton, A. C.—Since the appeal was filed in this case, 
applicant has submitted an amendment, setting forth that the 
name “Loft” is printed as a facsimile signature of Mr. George W. 
Loft, the applicant, and as the examiner has indicated that if the 
word “Loft” be described as a facsimile signature, the refusal 
to register would be withdrawn, the appeal is dismissed.” 


Newton, A. C.—It has been the custom of the office always 
to register facsimile signatures, as names of persons written in a 
distinctive manner. Rarely, if ever, have two persons with prac- 
tically the same name applied for registration of their facsimile 
signatures for the same goods, but if Caswell Barrie can register 
his facsimile signature and it is a good trade-mark as against any 
other person named Barrie or Barry, then Alexander Barry’s 
facsimile signature should also be registered. Just what would be 
regarded as an infringement of said registered trade-marks is 
difficult to determine. As said by the Supreme Court in a similar 
ease, Thaddeus Davids Co. v. Davids, et al. (233 U. S., 461; Re- 
porter, vol. 4, p. 182): 

“The distinction between permissible and prohibitive use may be a difficult 


one to draw in particular cases, but it must be drawn in order to give effect to the 
act of Congress.” 


It is not alleged that the facsimile signature of Caswell Barrie 
is so similar to the facsimile signature of Alexander Barry that 
confusion would result when these signatures are compared as 
such. Indeed, when so compared, there is no question but that 
they are so different that confusion would not result. 

The decision of the examiner of interferences dismissing the 
opposition filed by Caswell Barrie is correct.’ 

1 Ex parte, Paul A. Talbot, 119 Ms. Dec., 394, May 12, 1916. 


2 Ex parte, George W. Loft, 120 Ms. Dec., 36, June 22, 1916. 
? Barrie v. Barclay & Barclay, 119 Ms. Dec., 391, May 12, 1916. 
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Corporate Name 


Newton, A. C.—Appeal from the decision of the examiner 
of interferences sustaining opposition of the Paramount Knitting 
Company to the registration of the word “Paramount” for dress, 
negligee, work and under shirts, under the doctrine announced in 
the decision of the Mansfield Tire & Rubber Co. v. Ford Rubber Co. 
222 O. G. 1056, Reporter, vol. 6, p. 141), and decisions therein 
cited. 

The applicant emphasized the point that the property right 
in the name of a corporation is different from the property right 
in the name of an individual, in that an individual being a free 
natural agent may go into any business he may desire, whereas 
a corporation is limited by its charter as to the business in which it 
may engage. Applicant contends, therefore, that there is no 
property right in a corporate name, in a business in which it cannot 
engage, and this being true, no property rights of opposer would 
be involved by applicant’s use of “Paramount” on its specified 
goods. 

This point may not have been raised in the adjudicated cases 
but the reasoning of the cited decisions would indicate that no 
such exception was contemplated therein, but if it were, appli- 
cant’s argument hardly applies to the present case. Opposer’s 
charter is not of record. No testimony has been taken and the 
only information respecting the opposer’s charter is contained in 
its notice of opposition, which states that opposer corporation 
was formed for “the manufacturing and selling of all knitted goods 


> 


and fabries.””’ These words are broad enough to cover applicant’s 
goods. It is true the notice of opposition sets forth that opposer 
has been manufacturing and selling hosiery but the above quota- 
tion from its charter would authorize opposer to manufacture the 
same goods set up by applicant. Whether it does or not, the 
decision of the examiner of interferences is in line with the cited 
decision of the court of appeals of the District of Columbia and it 
is affirmed.' 


' Paramount Knitting Co. v. Par-Amount Shirt Shops, Inc., 119 Ms. Dec., 
436, June 1, 1916. 
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Portrait of a Deceased Person 


Newron, A. C.—Appeal from the decision of the examiner of 
interferences, dismissing an opposition to the registration of the 
name “Bancroft” and the portrait of George Bancroft, deceased, 
as a trade-mark for canned fruits. The opposition was filed by 
Wilder D. Bancroft, who represents himself as a grandson of the 
deceased, a former Secretary of the Navy. 

In the trade mark act of 1905, it is provided that no portrait 
of a living individual may be registered as a trade-mark, except 
with the consent of the individual, evidenced in writing. The act 
specifically forbids the use of the portrait of a living person 
Therefore the omission of any protection against the use of the 
portrait of a deceased person is no oversight. The opposition 
should be dismissed.! 


Insignia of the United States 


Newron, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register ““US”’ as a trade-mark for cotton 
piece goods, the refusal being based on the ground that the mark 
is a simulation of the insignia of the United States. 

Section 5 of the trade-mark statutes specifically prohibits the 
registration of anything “consisting of or composing the flag or 
coat of arms or other insignia of the United States or any simula- 
tion thereof.” Applicant contends in substance that since he uses 
no periods with the letters, his word is the common pronoun “us” 
but the word as it appears on applicant’s label looks much more 
like the ordinary contraction of “United States” than it does like 
the pronoun “us.” It is not believed that anyone would ordinarily 
notice the presence or absence of the period. The mark, therefore, 
clearly falls under the condemnation of the statute forbidding 
registration of any simulation of the insignia. 

The foundation of the statute is based on the fact that to the 
average citizen of the United States, it is offensive to commercialize 
in any way the name or flag of his country. The examiner’s refusal 
of registration is correct and is affirmed.? 


1 Bancroft v. Daniels, Cornell & Co., 119 Ms. Dec., 270, April 17, 1916. 
2 Ex parte, Grennell Willis & Co., 119 Ms. Dec., 432, May 31, 1916. 
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Ten-Year Mark 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks, refusing to register the word “‘Government”’ as a 
trade-mark for babbitt metal under the ten-year clause. The 
word “Government” has already been rejected for loose leaf 
binders, although not under the ten-year proviso. (Citing: Sieber 
& Trussell Mfg. Co., 145 O. G. 1249; National Candy Co., 156 
O. G. 539.) But the application under the ten-year clause cannot 
be refused.! 

Title to a Trade-Mark 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences dismissing an opposition to the registration by Bar- 
clay & Barclay of the facsimile signature of “Alexander Barry,” 
as a trade-mark for soap. Opposer contended that because the 
applicant was not in business, it could not own a trade-mark, and 
therefore had no right to register. 

It appears that George C. Barclay, predecessor of applicant, 
had an extensive business, especially in South America, in toilet 
preparations, such as hair tonics, hair dyes, complexion cream and 
perfumery, on which he had long used the name “Barry,” having 
legitimately obtained the right to do so from Alexander Barry in 
1868. Alexander Barry seems to have changed his surname to 
‘Barrie’ in 1885. George C. Barclay died and left his business, 
including his trade-marks, to Barclay & Barclay, composed orig- 
inally of William O. Barclay and Reginald Barclay, his son. The 
good will and trade-marks of Barclay & Barclay seem to have been 
leased to Barclay & Co., of which Reginald D. Barclay is also a 
member. No property or trade-mark right under these circum- 
stances is violated by this lease, especially if the name “ Alexander 
Barry” is used in a way not to deceive the public in any manner 
(Royal Milling Co. v. J. F. Imbs Milling Co. (223 O. G. 290; 
Reporter, vol. 6, p. 142), and there is nothing in the record to 
show the public has been deceived. Moreover, Barclay & Barclay 
and Barclay & Co. are so intimately connected that for purposes 
of transmitting and holding the good will and trade-mark rights, 
they are practically inseparable (Barclay & Barclay, et al., 155 N.Y. 
1 Ex parte, Syracuse Smelting Works, 119 Ms. Dec., 317, April 27, 1916. 
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Supp., 221; Reporter, vol. 5, p. 505). No reason is seen why 
George C. Barclay could not transmit to his sons, Barclay & Bar- 
clay, his good will and trade-marks, or why Barclay & Barclay, 
if that firm wished to carry on business through Barclay & Co., 
could not transmit that good will to Barclay & Co.! 


Trade-Mark Use 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks refusing to register the name “Shaw” enclosed in the 
representation of a circular belt, because there was no trade-mark 
use. 

Applicant operates cabs on the credit system. Numbered 
tags are issued to person who present them to the cab driver, and 
the driver charges the amount of fare to the person indicated by 
the number on the tag. The tags are not attached to any goods 
or merchandise. They represent credit, but credit per se is not 
such an object of merchandise as will support a trade-mark, since 
it is intangible and a trade-mark cannot be attached to identify it. 

Applicant relied on Ex parte, United Manufacturers Service 
Corporation (Reporter, vol. 6, p. 240), but in that case the trade- 
mark was attached to trading stamps, bought and sold in open 
market. 


Use in Interstate or Foreign Commerce 


Ewrnc, C.—Upon the taking of testimony, the Modern Flour 
Mills produced twenty-five bills of lading, running over a period 
of seventeen months, all relating to shipments in the state of 
Georgia. 

While the verified declaration states that the mark has been 
used in commerce among the several states of the United States, 
the omission to produce any bills of lading or other indication of 
interstate use, prior to the filing of the application for registration, 
suggests that no such use has occurred and fairly puts the office 
under the duty to inquire whether the declaration is correct in 
this statement. 


1 Barrie v. Barclay & Barclay, 119 Ms. Dec., 391, May 12, 1916. 
2 Ex parte, Walden W. Shaw Livery Co., 119 Ms. Dec., 232, April 7, 1916. 
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The interference is therefore suspended and the Modern Flour 
Mills is given one month within which to file affidavits showing 
one or more specific uses in interstate or foreign commerce prior 
to the date of the application for registration. Otherwise regis- 
tration will be refused (The Northwestern Consolidated Milling Co. 
v. William Callam & Son, 137 O. G. 22). 


Newron, A. C.—Application to register the representation of 
a picture of a famous big tree of California and the words “Big 
Tree”’ for wines. 

The purchase of wines in bulk in California by a London 
house and the application of their trade-mark to the casks con- 
taining the wine, before shipment from this country consigned to 
themselves in London, is not use in commerce with this country. 
That the wines bearing the mark were shipped from California, 
by sea, to the purchaser in London and presumably were bottled 
and sold there, does not help the matter. Twenty years’ use in 
this way gives no right to register, against a later user within the 
United States.’ 


Date of Use 


Newton, A. C.—Application to register the name “Tatum” 
on a shield. Applicant’s original statement set forth, in effect, 
that ““Tatum”’ was used by it as a trade-mark since 1864. This 
statement was objected to by the examiner and applicant was 
required to limit its statement of the date of use of the mark applied 
for to one specific date. Since applicant has used “Tatum” on 
the shield only since 1911, it was only proper to set forth that date. 

The decision in Ex parte, Pittsburg Valve, Foundry & Con- 
struction Co. (128 O. G. 887) holds that, inasmuch as the date of 
adoption and use of applicant’s mark means the date of adoption 
and use of the whole mark presented for registration, no useful 
purpose can be subserved by a statement as to the date of use of 
the various features of the mark. Nevertheless, it is held that 
applicant should be allowed to set forth the date when it began 


“ee 


' Modern Flour Mills v. Charles Tiedemann Milling Co., 119 Ms. Dec., 363, 
May 6, 1916. 

2 Goldberg, Bowen & Co. v. Grierson, Oldham & Co., Limited, 119 Ms. Dec., 
118, March 8, 1916. 
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to use the name “Tatum,” and when it began to use its trade- 
mark in its present form. 


The decision of the examiner of trade-marks refusing registra- 
tion is overruled.! 


Conflicting Marks 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences sustaining an opposition to the registration of the 
word “Ozo” as a trade-mark for a washing powder, because of 
conflict with the mark “Ozone”’ for soap. In view of the deci- 
sions, it is held that ““Ozo”’ would infringe “‘Ozone.”’ 2 


Newron, A. C.—Appeal from the decision of the examiner of 
trade-marks, in an opposition to the registration of the words 
“Butter Cream” as a trade-mark for bread, based upon the prior 
use of the words “Butter Crust” for the same goods. No actual 
confusion was shown. 

The trend of the decision seems to be that where one party’s 
mark consists of two arbitrary words, another party should not 
ordinarily be allowed to incorporate either of these two words into 
a mark consisting of one of these words and some other word. The 
opposition was properly sustained.* 


Newton, A. C.—The picture of a shed, having hanging from 
the top thereof a dressed carcass of a hog, a man and a boy under 
the shed, the boy having a bucket emptying something into a feed 
trough surrounded by three pigs, as a trade-mark for powdered 
lye, does not conflict with a prior registration of the representation 
of a fat pig and an outline of a similar pig. There can be no monop- 
oly in the representation of a hog for hog medicine (Nestle v. 
Baker, 167 O. G. 765; Bickmore Gall Cure Co. v. Karno Mfg. Co., 
126 Fed. Rep. 573).4 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences, sustaining an opposition to the registration of “‘ Flint- 


1 Ex parte, Samuel C. Tatum Co., 119 Ms. Dec., 455, May 17, 1916. 

2 Fairchild & Shelton Co. v. B. Heller & Co., 119 Ms. Dec., 387, May 11, 1916. 
3 Schulze Baking Co. v. Ralph L. Nahziger, 119 Ms. Dec., 82, February 26, 
1916. 


4 E. Myers Lye Co. v. Sinclair Mfg. Co., 119 Ms. Dec., 86, February 28, 1916. 
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tone” for varnish, driers and enamel, in view of the prior use of 
“‘Flat-tone”’ on similar goods. 

Where, in an opposition proceeding, it appears that the opposer 
adopted its mark prior to the date of adoption by the applicant of 
its mark, the question of registrability of opposer’s mark is imma- 
terial, the sole question to be considered being that of the similarity 
of the marks (Johnson v. Brandau, 139 O. G. 732; Natural Food Co. 
v. Williams, 133 O. G. 232; Wayne Co. Preserving Co. v. Burt 
Olney Canning Co., 140 O. G. 1003; Lang v. Green River Distilling 
Co., 148 O. G. 280). 

Applicant uses “‘Flint-tone”’ on the same kinds and colors of 
paint to which opposer’s “ Flat-tone”’ is applied, making an appar- 
ent attempt to reap the benefit of the latter’s reputation. The 
examiner’s decision is sustained.! 


Newton, A. C.—Appeal from the examiner of trade-marks 
refusing to register “National” as a trade-mark for printing and 
writing paper, in view of the prior registration of “National Bank” 
for writing paper. Affirmed.’ 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks, refusing to register “Red Rooster”’ as a trade-mark 
for self-raising flour, the letters being made up of feathers and some 
of the letters having perched thereon miniature chickens, in view 
of the prior registration of a picture of a rooster and “ El Gallito” 
(Spanish “small rooster’’) for flour. 

Applicant previously attempted to register the words “Red 
Rooster” and picture of a rooster. The mark was opposed, and 
the opposition was sustained. Later, applicant dropped the pic- 
ture of a rooster and fancifully arranged the letters as described. 
Held that the goods were of the same descriptive properties, and 
both would probably be known as “Rooster” or “Red Rooster” 
flour. The decision of the examiner of trade-marks was sustained. 
(Citing: Robinson, Norton & Co. v. Royal Tailors, 117 Ms. Dec., 
330, Reporter, vol. 5, p. 464; Ex parte, American Lubricating Oil 
Co., 1876 C. D. 56; Ex parte, Coon, 58 O. G. 946.)' 


1 Sherwin Williams Co. v. Flint Varnish Works, 119 Ms. Dec., 138, March 14, 
1916. 

* Ex parte, National Papeterie Company, 119 Ms. Dec., 228, April 6, 1916. 

3 Ex parte, Kehlor Flour Mills Co., 119 Ms. Dec., 241. 
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Newron, A. C.—Application to register two “Bear” trade- 
marks for spring water. The prominent, dominating feature of 
all the marks is the representation of a bear or its equivalent, the 
word “Bear.” Whether it is a polar bear or a black bear, or 
whether it is the word “ Bear’”’ by the side of the representation of 
the bear or across the bear, are minor features. 

The Great Bear Spring Company, in its brief, contends that 
the public, through twenty years’ familiarity with the two marks, 
has learned to distinguish between the figure of the black bear 
with the white word on its side, and the figure of the white bear 
with the word “Bear” in black letters; but the record does not 
show that this is true, and does not take this case out of the ordi- 
nary, and I know of no decision going so far as to hold the repre- 
sentation of one species of bear used as a trade-mark, to be properly 
distinguishable from another species used by a different owner. 
The ordinary observer would know this water as “ Bear” water or 
“Bear Spring” water, and not as “Black Bear” water or “ Polar 
Bear” water.! (Affirmed, Reporter, vol. 6, p. 430). 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register as a trade-mark a figure consisting 
of a red star, having superimposed upon it a white star with a red 
border and the latter having enclosed therein a smaller star, to- 
gether with a facsimile signature of the applicant, as a trade-mark 
for syrup. Registration is refused on a prior registered trade-mark 
showing a conventional star. 

The difference between applicant’s and registrant’s stars 
would not ordinarily warrant registration, but there is the further 
difference between applicant’s and registrant’s marks, that appli- 
cant includes his facsimile signature as a prominent feature and 
more important still, the registrant does not appear to be the first 
to use a star on syrup. In view of prior registrations, applicant 
contends that the registrant is merely entitled to its peculiar kind 
of star, while he is entitled to his peculiar star, especially when 
accompanied by his name, and cites the decision in Ex parte, 
Proctor Gamble Co. (Reporter, vol. 4, p. 129) which held: 


1 Great Bear Spring Co. v. Fulton Water Works v. Bear Lithia Springs Co., 
119 Ms. Dec., 291. 
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“The case does not turn on the star as a prominent feature of applicant's 
mark, but the question of the resemblance of the marks as a whole. The registra- 
tions all show that the star has been so widely used as a trade-mark for soap that 
it has ceased by itself to be distinctive of any soap, and therefore the public must 
be presumed to look for accompanying features as the means of distinguishing one 
brand of soap from another.” 


To this decision might be added that of the Liggett & Meyers 
Tobacco Co. v. Finzer (128 U. S. 182), wherein it appeared that 
complainant was not the first to use a star as a trade-mark for 
plug tobacco, and therefore that a tin star a little over a half 
inch in diameter, with a hole in the center, was not infringed by 
a red star, three-quarters of an inch in diameter. 

In view of these decisions, it is held that this case may be 
passed to publication and to registration, if no opposition is filed.' 


Newton, A. C.—Appeal from the decision of the examiner of 
interferences, granting a petition to cancel the registration of the 
trade-mark “ Velvelite”’ (pronounced “ Velv-a-leet’’) on ground of 
conflict with the mark “Velvetina.”” Both of the marks are used 
on face powder. There is no question but that the petitioner has 
priority of use. The only question to be considered, therefore, is 
similarity of the marks, no case of actual confusion having been 
presented. 

There have been two points brought out by the record that 
are decisive in this case; first, the dissimilarity of the registrant’s 
entire label as compared with that of the opponent. Second, the 
opponent is not the first to use a mark having the prefix “Vel” 
for a face powder. 

It is a common custom of face powder manufacturers to adopt 
and use some word as a trade-mark suggesting the fact that their 
face powder will produce a velvety appearance of the skin. These 
facts bring this case within the reason applied in Ex parte, David 
Wertheimer (Reporter, vol. 4, p. 129), in which it was held: 

“Tf the registrant’s mark ‘Laxo’ was distinctive as to sound and spelling from 
all other marks in this class of goods, confusion to the public might result, as be- 
tween ‘Laxo’ and applicant’s ‘ Lax-O-c-a-p’ but as a matter of fact the prefix * Lax’ 
and also ‘ Laxo’ is found to be common in marks of other registrants for this same 
class of goods, for example, the mark No. 32,564, ‘Laxa-cara’; No. 27,319, ‘Laxo- 


cassia’; No. 33;145, ‘ Lax-o-zone,’ etc., and this being true, none of these registrants 
are in a position to claim exclusive use of this prefix ‘Lax’ or ‘Laxo,’ and as that 


' Ex parte, Jas. T. Ferguson, 120 Ms. Dec., 30, June 21, 1916. 








444 SIX TRADE-MARK REPORTER 


is the main point of similarity between the registered marks, ‘Lax-O-c-a-p’ may 
be registered and the decision of the Examiner of Trade-Marks is reversed.” 
Furthermore, the court of appeals of the district of Columbia 
in the Waterbury Chemical Co. v. Reed & Carnick (200 O. G. 279; 
Reporter, vol. 4, p. 125), passing upon the words “ Peptenzyme”’ 
and ‘‘ Pinozyme” held: 
‘“*We think the marks in issue, where the only similarity consists in the single 
syllable ‘zyme’ come within the ruling in Landespriv v. Hall & Ruckel (36 App. 
D. C., 532, where the word ‘Kaladont’ was held not to be likely to be confused 


with ‘Sozodont’ and in the application of the Lasokola Co. (100 O. G. 450), where 


it was held that ‘Dermacura’ was not in conflict with ‘Dermakola’ and in Hall & 
Ruckel v. Ingram (28 App. D. C., 454) where ‘Sozodont’ was held not to be in 


conflict with ‘Zodenta.’ ’ 


The court of appeals of the seventh circuit in the recent case 
of S. R. Feil Co. v. John E. Robbins Co. (220 Fed. Rep. 650) 
(Reporter, vol. 5, p. 163], in passing upon the matter of infringe- 
ment of “Sal-Vet” by “Sal-Tone” held in effect that: 

“Where the mark consists of a hyphenated word, one part of which is descrip- 
tive and not subject to exclusive appropriation, while the other is arbitrary, the 
——— by another of the descriptive part only is not an infringement (sylla- 

yuS). 

In view of these cases, it is held that there is no likelihood of 
registrant’s mark producing confusion in trade, and the request to 
cancel should be refused.! 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register “‘Flexeze”’ as a trade-mark for 
leather shoes, in view of prior registrations. It would appear from 
the registrations, that no one is the exclusive owner of the first 
syllable “‘Flex.”’ See Goodrich Drug. Co. v. Cassada Mfg. Co., and 
vases there cited (supra). 

In view of these decisions, it is held that the mark may be 
passed to publication, and registered, if no opposition develops.” 


Newton, A. C.—Appeal from the decision of the examiner 
of trade-marks, refusing to register for cotton piece goods the 
words “Kris Kringle’? written on a chimney, down which the 
patron saint is represented as descending, in view of the prior 
registration of the word “Santa Claus” and his conventional pic- 


! Goodrich Drug Co. v. Cassada Mfg. Co., 119 Ms. Dec., 496, June 13, 1916. 
2 Ex parte, P. W. Minor & Son, 119 Ms. Dec., 451, June 5, 1915. 
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ture for knitted, netted and textile fabrics. The registrant filed 
the consent of the owner of the “Santa Claus”’ mark for use of 
the mark on colored fabrics. Allowed as amended, for the latter 


goods.! 


Newton, A. C.—Appeal from the decision of the examiner of 
trade-marks, refusing to register the word ‘‘Golden”’ as a trade- 
mark for flavoring syrup and non-alcoholic beverages, because 
“Golden” is not the real mark, but the label shows “‘ Concentrated 
Golden Orange Flavored Fountain Syrup” on the representation 
of a golden orange, and because the mark is descriptive. 

Applicant shows long use of the word “Golden,” although the 
accompanying features of the label have been changed and seeks 
to register only the part that has remained unchanged. Prior 
registration was granted to another of the word “Golden” when 
the label showed the word “‘Golden Grain Juice.” Therefore, the 
first ground is removed. In view of the registration cited, the 
objection of descriptiveness should not be urged. The examiner 
is overruled. 


Newton, A. C.—Appeal from a refusal of the examiner of 
trade-marks to register for office and stationery supplies the word 
“Tatum,” written both horizontally and vertically on a shield 
with a scroll above the shingle, because of a registration showing 
a shield-like design, having on it the words “Toof” written hori- 
zontally and “‘Quality” written vertically, with other accessories. 

In view of the prominence of the name “Tatum” which really 
dominates applicant’s mark and the prominence of the word 
“'Toof” which dominates the registered mark, and in view of the 
fact that the registrant’s device, while somewhat in the form of a 
shield, is not in its entirety the representation of a shield, it is 
believed that no confusion would arise between these marks.® 


Goods of the Same Descriptive Properties 
Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks, refusing to register ‘““Shawmut”’ for silk fabrics in the 


1 Ex parte, William Anderson & Company, 119 Ms. Dec., 242, April 8, 1916. 
? Ex parte, J. Hungerford Smith Company, 119 Ms. Dec., 143, March 16, 1916. 
3 Ex parte, Samuel C. Tatum Co., 119 Ms. Dec., 405, May 17, 1916. 
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piece, for tailors’ and clothiers’ trimmings, the refusal being based 
on a registration of “Shawmut,” as applied to cotton piece goods. 

The registrant’s and applicant’s marks are identical and the 
goods are too nearly alike to warrant registration to applicant. 
The decision of the examiner of trade-marks is affirmed. (Citing: 
Ex parte, Rosenthal Brothers, Reporter, vol. 2, p. 384.)! 


Wuitreneap, A. C.—Appeal from the decision of the examiner 
of interferences, awarding priority in the word “Tango” as a 
trade-mark for candy, over another claimant of the word for pop- 
corn crisp, popcorn treated with syrup and moulded into cakes. 
The goods are manufactured by the same manufacturers, sold by 
the same dealers to the same class of customers. The goods are 
of the same descriptive properties, both being confections. Hence 
both cannot register. Registration was properly awarded to the 
earliest user.’ 






























Newton, A. C.—An application for the registration of “Rexo’’ 
as a trade-mark for gloves made of canvas or cotton was opposed 
on the ground of prior use of “The Rexall Store”’ on white duck 
coats, dusting caps, boys’ and men’s caps and rubber gloves. 
Query, whether the use of its mark by the opponent was trade- 
mark use, or whether the mark was not used to advertise the store, 
rather than to indicate origin or ownership of goods. However, 
caps, dusting caps and rubber gloves are not goods of the same 
descriptive properties with canvas gloves. 





Newton, A. C.—Soap, on the one hand and washing powder 
described as a cleanser, waste-pipe cleaner, beer-pipe cleaner and 
house and hand cleaner are the same class of goods. The labels 
indicate that the washing powder is used in much the same manner 
as powdered soap, and the testimony shows that it is so used. 
It is therefore believed to be of the same descriptive character 
as soap. See Fishbeck Soap Co. v. Kleeno Mfg. Co., 216 O. G. 663 
(Reporter, vol. 5, p. 327), in which the court of appeals of the 





1 Ex parte, Cumner-Jones Company, 120 Ms. Dee., 38, June 24, 1916. 


? Bunte Bros. v. Woolfolk Coffee Company, 119 Ms. Dec., 202, March 28, 
1915. 


3 United Drug Co. v. Boss Mfg. Co., 119 Ms. Dec., 106, March 8, 1916. 
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District of Columbia has recently held that washing powder and 
metal polish are goods of the same descriptive characters." 


Newton, A. C.—Engine or lubricating oils are not goods of 
the same descriptive properties as kerosene, gasoline, naphtha or a 
mixture of kerosene or gasoline. There is no hard and fixed rule 
to determine what goods are of the same descriptive properties, 
but where the goods are put to the same use, they will generally 
be held to be of the same descriptive properties.” 


Opposition—Right to Oppose 


Newton, A. C.—But even if opponent’s mark is descriptive, 
this will not prevent the opposition from prevailing. In Lang v. 
Green River Distilling Co. (148 O. G. 280), it was held: 


“Where in an opposition proceeding it appears that the opposer adopted its 
mark prior to the date of adoption by the applicant of its mark, the question of the 
registrability of opposer’s mark is immaterial, the sole question to be considered 
being that of the similarity of the marks.”’ 3 


Newton, A. C.—Even assuming that Barclay & Barclay 
have no right to register its mark since that firm has not used 
it, this of itself does not give opposer the right to oppose this 
registration. (See Timm & Co. v. Cluett, Peabody & Co., 203 
O. G. 306; 42 App. D. C., Reporter, vol. 4, p. 369, and cases therein 
cited.) 4 


Opposition—Amendment of Notice 


Newton, A. C.—Appeal from a decision of the examiner of 
interferences, refusing to allow an amendment of the notice of 
opposition. The motion was brought after a decision dismissing 
the original opposition. The granting of the motion would necessi- 
tate a modification of the decision, though the decision would still 
be to dismiss. Therefore, no amendment should be permitted. 

! Fairchild & Shelton Co. v. B. Heller & Co., 119 Ms. Dec., 387, May 11, 1916. 
2 Ex parte, Red Seal Oil Co., 119 Ms. Dec., 9, Feb. 8, 1916. 

3 Fairchild & Shelton Co. v. B. Heller & Co., 119 Ms. Dec., 387, May 11, 1916. 
‘ Barrie v. Barclay & Barclay, 119 Ms. Dec., 391, May 12, 1916. 


5 Nairn Linoleum Co. v. Ringwalt Linoleum Works, 119 Ms. Dec., 194, March 
27, 1916. 
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Opposition—Dismissal on Motion 


Newton, A. C.—It is not customary to dismiss an opposition 
on motion unless unusually clear, but where the rights of the parties 
are clear, it is useless to put applicant to the expense of opposition 
proceedings. Opposition dismissed.! 


Newton, A. C.—Appeal from the decision of the examiner of 
interferences, dismissing the opposition of Lautz Bros. & Co. to 
the registration by John T. Stanley Co., Inc. of the words “Blue 
Boy” for soap. 

Opposer sets forth in its notice of opposition that it has used 
on goods of the same descriptive properties before applicant began 
the use of “Blue Boy,” the words “Snow Boy,” together with the 
symbol of a boy on “blue cartons or boxes” and at the hearing 
filed a sample of one of these boxes which shows that, as put upon 
the market, the dominant color of the box is blue. 

The examiner of interferences seems to have disregarded the 
blue colored box of opposer and based his decision entirely on the 
similarity of the bare words “Blue Boy” and “Snow Boy,” and 
since no allegation of actual confusion was set up in this notice 
of opposition, the opposition was dismissed. 

It is not entirely clear that confusion would result in simul- 
taneous use of the bare words “Snow Boy” and “Blue Boy” 
respectively by applicant and opposer, and undoubtedly decisions 
could be found upholding both sides of this question. 

Outside of the question of infringement of the words alone, 
it appears that testimony might throw material light upon the 
issues in this case. If, for example, it can be shown that opposer’s 
package is known to the purchasing public as the “ Blue Package” 
soap or possibly the “Blue Boy Package” soap, a phase of this 
case not considered by the examiner, that might play an important 
part in its determination and it is thought best, therefore, to send 
it to proofs. 

The decision of the examiner of interferences dismissing the 
opposition at this stage is reversed.” 

1 E. Myers Lye Co. v. Sinclair Mfg. Co., 119 Ms. Dec., 86, February 28, 1916. 


2 Lautz Bros. & Co. v. John T. Stanley Co., Inc., 119 Ms. Dec., 484, June 10, 
1916. 
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Newron, A. C.—Appeal from the decision of the examiner of 
interferences dismissing an opposition to the registration by the 
applicant of the representation of the conventional figure of a 
marathon runner, for lubricating greases, lubricating and illum- 
inating oils, petroleum and gasoline. 

Opposer sets forth in its notice of opposition that it has 
already obtained a registration showing the head of the mythe- 
logical god, Mercury, on goods of the same descriptive properties. 

The examiner of interferences bases his decision on the dis- 
similarity of the marks shown in the registration with the mark 
of the applicant, and held, in effect, that no confusion would 
result, but opposer at the hearing sets forth that it is not the point 
of the case. The real point is that its goods have come to be known 
as “Mercury Brand”’ and since applicant’s representation of the 
marathon runner is scarcely distinguishable from the conventional 
figure of the god Mercury, confusion would result. It would seem 
that if applicant could by proper testimony show that its goods 
were known as “Mercury Brand,” since the word “ Mercury”’ 
would be the trade-mark equivalent of the representation of the 
god Mercury, it is a serious question whether this would not be 
evidence of conflict. 

Proper testimony upon this point might throw considerable 
light upon this case, and it should go to proofs. The decision of 
the examiner of trade-marks dismissing the opposition at the 
present stage is reversed.! 


Interference—Bringing in a Party 


Ewr1ne, C.—Appeal from the decision of the examiner of 
interferences, refusing to require the Kinloch Hosiery Mills to 
intervene and prosecute the interference on behalf of the senior 
party, and refusing to shift the burden of proof to the Kinloch 
Hosiery Mills in case it intervenes. 

A certificate from the secretary of state of Missouri, shows 
that the senior party forfeited its corporate rights prior to the 
date on which the alleged right of the Kinloch Hosiery Mills was 
derived from that corporation. 


1 Standard Oil Co. of New York v. Riverside Oil Co., 119 Ms. Dec., 485, June 
10, 1916. 














































































































450 SIX TRADE-MARK REPORTER 


The present record is not sufficient to justify a conclusion as 
to the right of the Kinloch Hosiery Mills to prosecute the inter- 
ferences. To make it the junior party would be practically tanta- 
mount to deciding that question, because its only alleged right 
to the trade-mark is dependent upon the validity of a title derived 
from the senior party since the interference began.! 


Label Registration 


Newton, A. C.—Appeal from a decision of the examiner of 
trade-marks refusing to register under one application and for one 
fee, three different labels, one for Holland gin, one for Jamaica 
rum and one for whiskey, each of the labels having substantially 
the same picture thereon and the words “ Youthful Club.” 

Applicant contends that there is but one label applied to 
different articles. If this is true, then applicant would get the 
same protection by registering only one of the labels and no good 
reason would exist for registering all three of them. 

I do not feel authorized to register three labels for one fee. 


There are in fact three, whereas, if there is, in fact, only one label 
to be used on three articles, I see no use in registering more than 
one. The decision of the examiner of trade-marks is affirmed.? 


1 Oneida Knitting Co. v. Watson-Glasgow Hosiery Co., 119 Ms. Dec., 252, 
April 11, 1916. 


2 Ex parte, Keystone Bottlers Supply Co., 119 Ms. Dec., 329, May 1, 1916. 





